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From: Mandel, Richard <RSM@cll.com>

Sent: Wednesday, April 08, 2015 12:49 PM

To: Ederer, Louis S.

Subject: Toms

Attachments: Cancellation Petition_Toms.pdf

Lou,

For your information, I am enclosing a copy of a cancellation petition we have served and filed today on

behalf of Tod’s concerning various TOMS registrations. Because of the obvious overlapping issues, we think it

will ultimately make sense to consolidate this proceeding with the existing opposition and have the combined

proceeding operate in accordance with the discovery schedule ultimately set in the new proceeding.

Assuming you agree, perhaps it would make sense in the interim for us to extend the current discovery

schedule in the opposition by 60 days to allow sufficient time for an answer to be filed in the cancellation, as the

Board generally requires an answer before it will allow consolidation.

Let me know your thoughts on this and if you would like to discuss any of these issues further, please

feel free to call me.

Richard S. Mandel, Esq.
Cowan, Liebowitz & Latman, P.C.
1133 Avenue of the Americas
New York, New York 10036-6799
t: (212) 790-9291 | f: (212) 575-0671
www.cll.com | rsm@cll.com | My Profile

This message is intended only for the designated recipient(s). It may contain confidential or proprietary information and
may be subject to the attorney-client privilege or other confidentiality protections. If you are not a designated recipient, you
may not review, copy or distribute this message. If you receive this in error, please notify the sender by reply e-mail and
delete this message. Thank you. This email has been scanned for email related threats and delivered safely by Mimecast.
For more information please visit http://www.mimecast.com
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DOCKET 29103-010 TRADEMARK

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration Nos. 4,097,948; 4,192,925; 4,313,981; 4,410,344
Registered: Feb. 14, 2012; August 21, 2012; April 2, 2013; October 1, 2013
For Mark: TOMS
--------------------------------------------------------------------x

TOD’S S.P.A, :

Petitioner, : Cancellation No.

v. : CONSOLIDATED

CANCELLATION PETITION

MYCOSKIE, LLC, :

Respondent. :

--------------------------------------------------------------------x

Opposer Tod’s S.p.A., an Italian joint stock company located at Via Filippo Della Valle,

1, Sant'Elpidio A Mare, Ascoli Piceno, 63019, ITALY, believes that it is being damaged by

registration of the TOMS mark (“Respondent’s Mark”) shown in Registration Nos. 4,097,948;

4,192,925; 4,313,981 and 4,410,344 (the “Registrations”) and hereby petitions to cancel the

same.

As ground for cancellation, it is alleged that:

1. For many years, Petitioner, including its affiliated and related companies

(collectively, “Opposer”), has been in the business of selling apparel, including shoes and

children’s shoes, bags, eyewear and other goods and accessories and providing retail stores

services and online retail store services.

2. Since well prior to Respondent’s filing of the applications that matured into the

Registrations at issue in this proceeding or any use by Respondent of Respondent’s Mark in
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connection with the goods and services covered by the Registrations, Petitioner has used the

mark TOD’S in connection with a wide variety of goods and services, including in Classes 9, 25

and 35.

3. As a result of the extensive sales and promotion of its goods and services bearing

or offered in connection with Petitioner’s TOD’S mark, Petitioner has built up highly valuable

goodwill in the TOD’S mark, and said goodwill has become closely and uniquely identified and

associated with Petitioner.

4. Petitioner is the owner of several federal trademark registrations for marks

containing the TOD’S mark together with other words and/or design elements, including the

following registrations:

Mark Reg. No. Intl. Class Reg. Date

2,749,125 16, 18, 25, 35 Aug. 12, 2003

1,459,226 18, 25 Sept. 29, 1987

3,602,493 25 April 7, 2009

3,831,949 3, 8, 9, 14, 16, 19,

20, 21, 24, 35

Aug. 10, 2010
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4,036,992 9, 14, 18, 25 Oct. 11, 2011

TOD’S SIGNATURE 4,333,244 3, 9, 14, 18, 25 May 14, 2013

5. On February 14, 2012, the USPTO issued Respondent Registration No. 4,097,948

for Respondent’s Mark for “clothing, namely, one piece garments for infants and babies” in

International Class 25. Respondent filed the application that matured into such registration on

December 2, 2010 and claims a date of first use of November 15, 2008.

6. On August 21, 2012, the USPTO issued Respondent Registration No. 4,192,925

for Respondent’s Mark for “sunglasses and cases for sunglasses” in International Class 9.

Respondent filed the application that matured into such registration on June 6, 2011 and claims a

date of first use of June 7, 2011.

7. On April 2, 2013, the USPTO issued Respondent Registration No. 4,313,981 for

Respondent’s Mark for “eyewear, namely, sunglasses, eyeglasses and ophthalmic frames and

cases therefore” in International Class 9. Respondent filed the application that matured into such

registration on October 13, 2011 and claims a date of first use of June 6, 2011.

8. On October 1, 2013, the USPTO issued Respondent Registration No. 4,410,344

for Respondent’s Mark for “on-line retail store services featuring footwear, apparel, eyewear,

jewelry, books, journals, and gift packs consisting of DVDs and posters; retail stores services

featuring footwear, apparel, eyewear, jewelry, books, journals, and gift packs consisting of
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DVDs and posters” in International Class 35. Respondent filed the application that matured into

the registration on January 23, 2013 and claims a date of first use of May 15, 2006.

9. The goods and services offered by Respondent under Respondent’s Mark are

identical and/or closely related to the goods and services previously offered by Petitioner under

Petitioner’s TOD’S mark.

10. Respondent’s Mark so resembles Petitioner’s TOD’S mark as to be likely, when

used in connection with the applied for goods and services, to cause confusion, to cause mistake,

and to deceive the trade and public, who are likely to believe that Respondent’s goods and

services have their origin with Petitioner and/or that such goods and services are approved,

endorsed or sponsored by Petitioner or associated in some way with Petitioner.

11. Petitioner’s TOD’S mark is distinctive and famous and has enjoyed such

distinctiveness and fame since long prior to Respondent’s filing of the applications that matured

into the Registrations.

12. Respondent’s Mark is likely to dilute the distinctiveness of Petitioner’s famous

TOD’S Mark by blurring.

13. Petitioner is being injured by the Registrations because Respondent’s Mark so

resembles Opposer's TOD’S mark as to be likely, when used in connection with Respondent’s

goods and services, (a) to cause confusion, or to cause mistake, or to deceive; (b) to falsely

suggest a connection with Petitioner and/or its TOD’S branded goods and services; (c) to damage

Petitioner’s valuable goodwill in its TOD’S mark; (d) to interfere with Petitioner’s own use and

exploitation of its TOD’S mark; and (e) to dilute the distinctiveness of Petitioner’s TOD’S mark.
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WHEREFORE, Petitioner, by its attorneys, respectfully requests that its cancellation

petition be sustained and the Registrations be cancelled.

Dated: New York, New York
April 8, 2015

Respectfully submitted,

COWAN, LIEBOWITZ & LATMAN, P.C.
Attorneys for Opposer

By: /Richard S. Mandel/
Richard S. Mandel
Aryn M. Emert

1133 Avenue of the Americas
New York, New York 10036-6799
(212) 790-9200
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CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of this Cancellation Petition was served upon

Respondent on April 8, 2015 by mailing a copy thereof by first class mail, postage prepaid,

addressed as follows:

Mycoskie, LLC
5404 Jandy Place
Los Angeles, California 90066

/Aryn M. Emert/
Aryn M. Emert
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

---------------------------------------------------------------

TOD'S S.P.A.,

Opposer,

v.

MYCOSKIE, LLC,

Applicant.

----------------------------------------------------------------

:

:

:

:

:

:

:

Opposition No. 91218001

TOD'S S.P.A.,

Petitioner,

v.

MYCOSKIE, LLC,

Respondent.

:

:

:

:

:

:

:

:

Cancellation No. 92061234

---------------------------------------------------------------- X

MOTION ON CONSENT TO CONSOLIDATE OPPOSITION AND CANCELLATION

PROCEEDINGS AND TO CONFORM OPPOSITION

AND CANCELLATION SCHEDULES

Pursuant to Rule 511 of the Trademark Trial and Appeal Board Manual of Procedure and
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Fed. R. Civ. P. 42(a), Tod's S.p.A. (“Opposer/Petitioner”), by and through counsel, hereby

moves for an order consolidating Opposition No. 91218001 and Cancellation No. 92061234.

Opposer/Petitioner further requests that the schedule for the opposition and cancellation

proceedings be conformed by adopting the dates as set in the most recently instituted of the cases

being consolidated, i.e., the schedule set for Cancellation No. 92061234. Counsel for

Applicant/Respondent Mycoskie, LLC (“Applicant/Respondent”) consents to this motion.

MEMORANDUM OF LAW

A. The Opposition and Cancellation Actions Should Be Consolidated Because

They Contain Common Issues of Law and Fact

On August 25, 2014, Opposer/Petitioner filed an opposition against

Applicant/Respondent’s application to register the mark TOMS for goods in International Class

18, as shown in Application Serial No. 86/004,044 (Opposition No. 91218001).

Applicant/Respondent filed an answer thereto on September 30, 2014. The parties thereafter held

their discovery conference, served their respective Initial Disclosures and conducted written

discovery.

On April 8, 2015, Opposer/Petitioner filed a consolidated cancellation action against

Applicant/Respondent’s registrations for the mark TOMS for goods and services in International

Classes 9, 25 and 35 as shown in Registration Nos. 4,097,948, 4,192,925, 4,313,981, and

4,410,344 (Cancellation No. 92061234). On May 18, 2015, Applicant/Respondent filed its

Answer to the cancellation action.

The opposition and cancellation proceedings both involve identical parties. Both

proceedings also involve common questions of fact and law for the Board to resolve, including

Applicant/Respondent’s right to register the mark TOMS. Opposer/Petitioner owns TOD’S-

formative marks, and Opposer/Petitioner’s grounds for opposition and cancellation in both
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proceedings relate to those marks. Rule 511 of the Trademark Trial and Appeal Board Manual

of Procedure provides that “[w]hen cases involving common questions of law or fact are pending

before the Board, the Board may order the consolidation of the cases.” See also Fed. R. Civ. P.

42(a); World Hockey Ass’n v. Tudor Metal Prods. Corp., 185 U.S.P.Q. 246, 248 (T.T.A.B.

1975) (ordering consolidation of two opposition proceedings because it was “equally

advantageous to both parties in the avoidance of the duplication of effort, loss of time, and extra

expense involved in conducting the proceedings alternately”).

In addition, counsel for Applicant/Respondent, Louis S. Ederer, Esq., consented to the

consolidation in an e-mail to Opposer/Petitioner’s counsel on May 22, 2015.

B. Discovery And Trial Periods Should Be Conformed

Opposer/Petitioner, with Applicant/Respondent’s consent, further requests that the

schedule for the opposition and cancellation proceedings be conformed by adopting the dates as

set in the most recently instituted of the cases being consolidated, i.e., the schedule set for

Cancellation No. 92061234, as set forth below:

Deadline for Discovery Conference1: 6/18/2015
Discovery Opens 6/18/2015
Initial Disclosures Due 7/18/2015
Expert Disclosures Due 11/15/2015
Discovery Closes 12/15/2015
Plaintiff's Pretrial Disclosures 1/29/2016
Plaintiff's 30-day Trial Period Ends 3/14/2016
Defendant's Pretrial Disclosures 3/29/2016
Defendant's 30-day Trial Period Ends 5/13/2016
Plaintiff's Rebuttal Disclosures 5/28/2016
Plaintiff's 15-day Rebuttal Period Ends 6/27/2016

1 Discovery conference and initial disclosure deadlines apply to Cancellation No.
92061234. (In Opposition No. 91218001, the parties have held their discovery conference and
served Initial Disclosures.)
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CONCLUSION

For the foregoing reasons, Opposition No. 91218001 and Cancellation No. 92061234

should be consolidated, and the schedule for the newly consolidated opposition and cancellation

proceeding should be conformed to the schedule set by the Board in Cancellation No. 92061234.

Dated: New York, New York Respectfully submitted,
May 27, 2015 COWAN, LIEBOWITZ & LATMAN, P.C.

Attorneys for Opposer/Petitioner

By: /Aryn M. Emert/
Richard S. Mandel
Aryn M. Emert
1133 Avenue of the Americas
New York, New York 10036
(212) 790-9200
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CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the attached Motion on Consent To

Consolidate Opposition And Cancellation Proceedings And To Conform Opposition And

Cancellation Schedules was served upon Applicant/Respondent by mailing a copy thereof by

first class mail, postage prepaid, on Applicant/Respondent’s counsel of record on May 27, 2015

addressed as follows:

Louis S. Ederer, Esq.
Arnold & Porter LLP
399 Park Avenue
New York, NY 10022

Louis S. Ederer, Esq.
Arnold & Porter LLP
399 Park Ave
New York, NY 90066

/Aryn M. Emert/______________
Aryn M. Emert
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Mailed: May 28, 2015 

 

Opposition No.  91218001 (parent) 

Cancellation No.  92061234 

 

Tod's S.p.A. 

v. 

Mycoskie, LLC 

Ellen M. Yowell, Paralegal Specialist: 

 

On May 27, 2015, Opposer/Petitioner filed a consented motion to consolidate Op-

position No. 91218001 and Cancellation No. 92061234. The Board notes initially 

that Applicant/Respondent has filed its answer in each proceeding for which consol-

idation is sought. 

When cases involving common questions of law or fact are pending before the 

Board, the Board may order consolidation of the cases. See Fed. R. Civ. P. 42(a); Re-

gatta Sport Ltd. v. Telux-Pioneer Inc., 20 USPQ2d 1154 (TTAB 1991); and Estate of 

Biro v. Bic Corp., 18 USPQ2d 1382 (TTAB 1991). In determining whether to consol-

idate proceedings, the Board will weigh the savings in time, effort, and expense 

which may be gained from consolidation, against any prejudice or inconvenience 

which may be caused thereby. 

Consolidation is discretionary with the Board, and may be ordered upon motion 

granted by the Board, or upon stipulation of the parties approved by the Board, or 

UNITED STATES PATENT AND TRADEMARK OFFICE 

Trademark Trial and Appeal Board 

P.O. Box 1451 

Alexandria, VA  22313-1451 

General Contact Number: 571-272-8500 
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upon the Board's own initiative. See, e.g., Hilson Research Inc. v. Society for Human 

Resource Management, 27 USPQ2d 1423 (TTAB 1993). 

It is noted that the parties to these proceedings are identical, and the issues are 

similar or related. Accordingly, the motion to consolidate is granted. Opposition No. 

91218001 and Cancellation No. 92061234 are hereby consolidated and may be pre-

sented on the same record and briefs. See Hilson Research Inc. v. Society for Human 

Resource Management, supra; and Helene Curtis Industries Inc. v. Suave Shoe 

Corp., 13 USPQ2d 1618 (TTAB 1989). 

The Board file will be maintained in Opposition No. 91218001 as the “parent 

case.” From this point on, only a single copy of all motions and papers should be 

filed, and each such motion or paper should be filed in the parent case only, but cap-

tion all consolidated proceeding numbers, listing the “parent case” first.1 

Despite being consolidated, each proceeding retains its separate character and 

requires entry of a separate judgment. The decision on the consolidated cases shall 

take into account any differences in the issues raised by the respective pleadings; a 

copy of the decision shall be placed in each proceeding file.  

Upon consolidation, the Board will reset dates for the consolidated proceeding, 

usually by adopting the dates as set in the most recently instituted of the cases be-

ing consolidated. Trial dates remain as set forth below.2 

                     
1 The parties should promptly inform the Board of any other Board proceedings or related 

cases within the meaning of Fed. R. Civ. P. 42, so that the Board can consider whether fur-

ther consolidation is appropriate. 
2 The Board notes that in its motion, Opposer/Petitioner indicates that the parties have 

held their discovery conference and served initial disclosures with respect to Opposition No. 

91218001. 
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Deadline for Discovery Conference in  

Cancellation No. 92061234 

6/18/2015 

Discovery Opens 6/18/2015 

Initial Disclosures Due in  

Cancellation No. 92061234 

7/18/2015 

Expert Disclosures Due 11/15/2015 

Discovery Closes 12/15/2015 

Plaintiff's Pretrial Disclosures 1/29/2016 

Plaintiff's 30-day Trial Period Ends 3/14/2016 

Defendant's Pretrial Disclosures 3/29/2016 

Defendant's 30-day Trial Period Ends 5/13/2016 

Plaintiff's Rebuttal Disclosures 5/28/2016 

Plaintiff's 15-day Rebuttal Period Ends 6/27/2016 

 

In each instance, a copy of the transcript of testimony together with copies of 

documentary exhibits must be served on the adverse party within thirty days after 

completion of the taking of testimony. Trademark Rule 2.125. 

Briefs shall be filed in accordance with Trademark Rules 2.128(a) and (b). An 

oral hearing will be set only upon request filed as provided by Trademark Rule 

2.129. 
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1 A. No, I don't think so.

2 Q. Who replaced you as CEO of Deva

3 in 2007?

4 A. Giacommetti.

5 Q. Marco Giacommetti?

6 A. Yes.

7 Q. Do you know how long he was with

8 the company?

9 A. Did he stay in America?

10 Q. Yes.

11 A. Four years.

12 Q. And then he was replaced as CEO

13 by Mr. Lorenzini?

14 A. Yes.

15 Q. Who is the current CEO, correct?

16 A. Exactly.

17 Q. And as general brand manager,

18 have you worked with Mr. Giacommetti and

19 Mr. Lorenzini about the development of the

20 Tod's brand in the United States?

21 A. Absolutely.

22 Q. I'd like to mark as an exhibit,

23 I think we are up to D-18. This is a

24 series of documents that we put together.

25 These are corporate filing documents in
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1 various states in the United States

2 relating to the company Deva, Inc.?

3 (Exhibit D-18, Corporate filing

4 documents, marked for identification,

5 as of this date.)

6 Q. Now, Mr. Castiglioni, I'm

7 showing you a document that consists of

8 various pages that we compiled and put

9 together and just so you understand what

10 these are, these are publicly filed

11 documents in various states in the United

12 States where Deva, Inc. has filed

13 documents in states where it wishes to do

14 business. Okay?

15 And I'd like to call your

16 attention, in particular, to the sixth

17 page of the document. As you can see, on

18 the sixth page of the document at the top

19 of the page it says "Application by

20 Foreign Corporation for Authorization to

21 Transact Business in Florida."

22 Do you see that?

23 A. What page? Yes.

24 Q. Do you see that?

25 A. Yes, I do.
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1 Q. And then just to put a date on

2 this document, there's a stamp on the

3 right-hand side which is a stamp by the

4 Florida Division of Corporations that

5 appears to have a date of July 10th, 2012.

6 Do you see that?

7 A. Yes.

8 Q. Okay. And so this appears to be

9 an application filed by Deva, Inc. with

10 the state of Florida to be able to conduct

11 or transact business in that state.

12 And if you look at the next page

13 of the document it lists the directors of

14 the company and it says, "Chairman,

15 Stefano Sincini" and "Vice Chairman,

16 Claudio Castiglioni."

17 Do you see that?

18 A. Yes, I do.

19 Q. Did you understand that you held

20 the title of vice chairman of Deva, Inc.

21 in July of 2012?

22 A. Now that I see the document I

23 remember.

24 Q. And is it the case that Mr.

25 Sincini was the chairman of the board of
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1 directors of Deva, Inc. at that time?

2 A. Yes.

3 Q. And do you know whether you

4 still continue to hold a position on the

5 board of directors of Deva, Inc.?

6 A. No.

7 Q. You don't know?

8 A. No, I don't. I don't know.

9 Q. Do you know whether

10 Mr. Sincini -- well, first of all, who is

11 Mr. Sincini?

12 A. He's the CEO of Tod's SpA.

13 Q. In Italy?

14 A. Exactly.

15 Q. And do you report to him?

16 A. Yes, I do.

17 Q. Does he report to anyone within

18 the company?

19 A. To the owner of the group.

20 Q. Is that Mr. Della Valle?

21 A. Exactly.

22 Q. Is it Diego Della Valle?

23 A. Yes.

24 Q. So he's the owner of the group.

25 Is he considered the chairman of Tod's
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1 SpA, if you will?

2 A. He doesn't have a title but,

3 yes.

4 Q. He's the boss?

5 A. Exactly.

6 Q. And Mr. Sincini reports to him

7 but in turn Mr. Sincini is the chief

8 executive officer of the company, right?

9 A. Yes.

10 Q. Now, if you turn the page and go

11 two pages further, this is a document that

12 states that it was filed on January 8th,

13 2013, and I can indicate to you that this

14 is a document that we downloaded from the

15 Internet from the state of Florida and it

16 appears to be an annual report filed by

17 Deva, Inc. with the state of Florida in

18 2013. And as you can see, Mr. Sincini is

19 still listed as a director and you are

20 still listed as a director.

21 Do you see that?

22 A. Yes, I do.

23 Q. So as of the beginning of 2013,

24 do you recall that you were still

25 considered a director of Deva, Inc.?



450 Seventh Avenue - Ste 500, New York, NY 10123 1.800.642.1099
DAVID FELDMAN WORLDWIDE, INC.

24

1 A. No.

2 Q. You don't recall?

3 A. No, I mean because I'm not so I

4 don't know. I see this document but.

5 Q. Do you know whether Mr. Sincini

6 continued to be a member of the board or

7 the chairman of the board of directors of

8 Deva, Inc. in 2013?

9 A. Yes. In 2013, yes, because he's

10 the chairman still today.

11 Q. And also in 2014 if you turn the

12 page you see Mr. Sincini's name still

13 appears?

14 A. Yes.

15 Q. Although your name no longer

16 appears. So sometime between 2013 and

17 2014 you went off the board of directors

18 of Deva; is that right?

19 A. Yes. Because according to what

20 you show me, yes.

21 MR. MANDEL: Well, that's what

22 the documents say. I mean if you have

23 a different understanding, you can

24 testify to it.

25 Q. Yeah. I'm asking you based upon
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1 your own recollection whether from 2013 to

2 2014 you went off the board of directors

3 of Deva?

4 A. Yes.

5 Q. Was there a reason why you went

6 off the board of directors of Deva?

7 A. Just because I have other duties

8 to accomplish.

9 Q. And then if you turn the page

10 once more, there's a filing in January of

11 2015 with the Florida Secretary of State

12 and it continues to show Mr. Sincini as a

13 director of the company, correct?

14 A. Yes.

15 Q. And is that your understanding

16 is that he continues to be the chairman of

17 the board of the company?

18 A. It's my understanding, correct.

19 Q. Did you ever participate in any

20 board of directors meetings for Deva,

21 Inc.?

22 A. Yes.

23 Q. And do you recall when last time

24 was that you did so?

25 A. The year exact no, but we used
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1 to handle periodically annually because

2 that was the way to fill up the minutes

3 book and sign documents.

4 Q. Do you recall any discussions

5 that took place at any board of directors

6 meeting of Deva, Inc. that you attended?

7 A. Any discussion?

8 Q. Any subject that was discussed?

9 A. We used to review the minutes

10 book and we used to like talk about, you

11 know, the business in general.

12 Q. Did the name TOMS Shoes come up

13 at a board of directors meeting of Deva,

14 Inc. that you recall?

15 A. No.

16 Q. Where did those meetings take

17 place?

18 A. In New York.

19 Q. At the office?

20 A. At the office.

21 Q. On 15th Street?

22 A. Well, we move the office so in

23 certain periods, certain years it was like

24 in 57th Street, some others was in 15th

25 Street and 450 West 15th Street. So the
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1 two office we have there.

2 Q. Do you continue to maintain an

3 office at 15th Street?

4 A. No.

5 Q. Did Mr. Sincini attend these

6 board of directors meetings that you were

7 testifying about?

8 A. Yes. Yes.

9 Q. Now earlier you mentioned some

10 answers to interrogatories that you recall

11 signing in this proceeding. Do you recall

12 that?

13 A. Excuse me?

14 Q. You were looking at the document

15 that I showed you and you thought at first

16 that these were documents that you had

17 signed.

18 A. The first one, yes. D-17.

19 Q. D-17. So do you recall actually

20 signing some documents in this case?

21 A. Yes.

22 Q. And as your counsel may have

23 mentioned before, these documents were

24 called interrogatories?

25 A. Yes.
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1 Q. Before that was there another

2 counsel who worked in your home office in

3 Italy?

4 A. There's several according to the

5 topic.

6 MR. MANDEL: Are you asking

7 specifically about trademark

8 responsibility?

9 MR. EDERER: Well, that's my

10 next question.

11 Q. Was there another counsel prior

12 to Mr. Varsavia who was in Italy and who

13 was responsible for monitoring trademarks?

14 A. You know, it's not a field that

15 I'm in charge with. Dr. Sincini is the

16 person that is related to all this

17 trademark. So probably there is one but

18 he was not somebody that deal directly

19 with me.

20 Q. Did you say Dr. Sincini?

21 A. Stefano Sincini.

22 Q. So Mr. Sincini has overall

23 responsibility for the trademarks area?

24 A. Exactly.

25 MR. MANDEL: Objection. You can
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1 answer.

2 A. I believe, yes.

3 Q. Mr. Sincini is not a lawyer,

4 though, is he?

5 A. He's not.

6 Q. He's a business person?

7 A. Yeah.

8 Q. So if I wanted to find out who

9 was responsible as an in-house lawyer for

10 trademarks prior to Mr. Varsavia, I should

11 ask Mr. Sincini, correct?

12 A. Yes.

13 Q. Now, if you turn to

14 Interrogatory 15 on page 4. Interrogatory

15 15 says, "Identify the persons who decided

16 to file and/or approve the filing of the

17 Notice of Opposition."

18 Do you see that?

19 A. Yes, I do.

20 Q. Do you know what the Notice of

21 Opposition is?

22 A. Yes.

23 Q. Why don't we just make sure that

24 we are talking about the same document.

25 So if you look at that pile of exhibits
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1 over there, I believe it's D-2.

2 Do you have D-2 in front of you?

3 A. Yes, I do.

4 Q. D-2 is a document that was filed

5 on August 25th, 2014 by your company,

6 Tod's SpA, in the U.S. Trademark Office

7 and do you understand what that document

8 is?

9 A. Yes, I do.

10 Q. What is your understanding?

11 A. Is that our company is opposing

12 this against the applicant Mycoskie, the

13 fact of the trademark.

14 Q. So just to be clear, if we go to

15 page 3 of the Notice of Opposition -- do

16 you have page 3?

17 A. Yes, I do.

18 Q. And if we look at paragraph 5,

19 would you agree or is it your

20 understanding that in this document Tod's

21 is opposing Mycoskie's application to

22 register the trademark TOMS for the goods

23 that are specified in paragraph 5?

24 A. Yes.

25 Q. And do you understand that in
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1 this document Tod's is opposing any other

2 application of registration of Mycoskie?

3 MR. MANDEL: Objection. The

4 document speaks for itself.

5 Q. I'm asking what his

6 understanding is?

7 A. It's against all these category,

8 clutch bag, purse, cosmetic bags, key

9 bags, key case, wallets, luggage.

10 Q. So just to be clear, is it your

11 understanding that there's only one

12 trademark application that your company

13 was opposing in this Notice of Opposition

14 for all these goods?

15 A. Yes.

16 Q. Okay. Going back to the

17 interrogatories that we were looking at,

18 Exhibit D-20, Interrogatory 15 on page 4.

19 It indicates that the person who approved

20 the filing of Notice of Opposition, which

21 is the document we were just looking at,

22 is Mr. Sincini, correct?

23 A. Correct.

24 Q. How did you -- how did you

25 verify the accuracy of that answer?
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1 A. What.

2 Q. On your verification on the last

3 page of the document you indicate that the

4 answers are true to your knowledge based

5 upon your review of company records and

6 discussions with individuals and so forth?

7 A. Yes.

8 Q. So how did you learn that

9 Mr. Sincini was the person who approved

10 the filing of the Notice of Opposition?

11 A. Because I talk with Dr. Sincini.

12 Q. So you spoke to Mr. Sincini and

13 you said who approved the filing of the

14 opposition. He said I did. Is that

15 right?

16 MR. MANDEL: Objection. Assumes

17 facts not in evidence.

18 Q. Is that right?

19 MR. MANDEL: You can answer.

20 Q. More or less?

21 A. Well, if you say more or less,

22 but he was the one that did it, no. I

23 write it and it match.

24 Q. And he confirmed that to you in

25 a conversation that you had with him,
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1 correct?

2 A. Yes.

3 Q. And then if we go on to

4 Interrogatory 16, it says, "Identify the

5 persons who decided to file and/or approve

6 the filing of the Petition for

7 Cancellation."

8 Do you see that?

9 A. Yes.

10 Q. Now, you understand that there's

11 a second proceeding that your company

12 started in this case. Do you understand

13 that?

14 A. Yes.

15 Q. And that's called a cancellation

16 proceeding?

17 A. Yes.

18 Q. And are you familiar with the

19 Petition for Cancellation that was filed

20 by Tod's SpA?

21 A. Yes.

22 Q. And if you take a look at

23 Exhibit D-3, I believe, is that to your

24 understanding the Petition for

25 Cancellation?
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1 but you can answer to the best of your

2 knowledge.

3 A. He was working for the company.

4 Q. For the Hong Kong company or for

5 the Italian company?

6 A. That I don't know.

7 Q. If you look at Interrogatory 20,

8 "State the date upon which the persons

9 identified in response to Interrogatory 15

10 first became aware of the TOMS brand

11 and/or the TOMS marks." And the response

12 indicates that Mr. or Dr. Sincini first

13 became aware of the TOMS brand and/or the

14 TOMS marks in or around July 2011.

15 Do you see that?

16 A. Yes.

17 Q. And did you do anything to

18 verify the accuracy of that answer?

19 A. Yes. We talked to him.

20 Q. You talked to?

21 A. To Dr. Sincini.

22 Q. To Dr. Sincini?

23 A. Yes.

24 Q. Can you tell me what you asked

25 him and what he said to you?
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1 A. Well, we talk about, you know,

2 if I recall that around the period of

3 July 2011 we were talking, you know, about

4 the trademark.

5 Q. When you saw we, you mean you

6 and him?

7 A. Exactly.

8 Q. So that was my next question.

9 Because if you look at Interrogatory 25 it

10 says, "State the date upon which Claudio

11 Castiglioni first became aware of the TOMS

12 brand and/or the TOMS marks."

13 Do you see that?

14 A. Yes.

15 Q. And I would imagine you didn't

16 have to ask anybody to verify this because

17 that's you, right?

18 A. Yes.

19 Q. Okay. And if you look at the

20 answer on the next page it says that you

21 became aware, first became aware of the

22 TOMS brand and/or the TOMS marks in or

23 around July 2011?

24 A. Yes.

25 Q. And that's the same date that
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1 was indicated for Dr. Sincini?

2 A. Exactly.

3 Q. So did you both become aware of

4 the TOMS brand around the same time?

5 A. That was our conversation. I

6 remember we talked about it.

7 Q. So tell me about your

8 conversation. What do you recall about

9 your conversation in July 2011 with

10 Dr. Sincini about the TOMS brand?

11 A. There was not much to be said.

12 It was just a confrontation between the

13 party and it was just a moment that

14 Dr. Sincini told me about, you know, the

15 TOMS and we just, you know, briefly

16 probably just said we have to monitor.

17 But we didn't really went more than that.

18 Q. Do you recall a conversation

19 with Dr. Sincini where one of you said we

20 have to monitor TOMS?

21 A. He told me.

22 Q. He said we have to monitor TOMS?

23 A. He point to the brand TOMS and

24 say, you know, what is your feeling about

25 this brand. We need to monitor.
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1 Q. And how did you respond to him?

2 A. Well, I don't recall exactly the

3 words but, you know, since the name is so

4 close I probably, you know, say you're

5 right.

6 Q. Well, were you concerned at the

7 time?

8 A. But it's happen that this

9 conversation take place to have feedback

10 about somebody but he's in charge of that

11 so he's the one to take care.

12 Q. Well, do you know whether your

13 company did anything to try and challenge

14 the use of the TOMS name in July 2011?

15 A. That I'm not aware.

16 Q. Do you know when was the first

17 time are your company did anything to try

18 and challenge the use of the TOMS name in

19 the United States after July 2011?

20 A. For this petition 2014.

21 Q. So what happened between

22 July 2011 and July -- and August 2014?

23 MR. MANDEL: What happened with

24 respect to what?

25 Q. With respect to your company's
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1 monitoring of the TOMS brand?

2 MR. MANDEL: If you know.

3 A. Because as I mention to you,

4 Dr. Sincini in charge of that so I don't

5 know what he did.

6 Q. So you don't know whether he

7 spoke to attorneys, whether he did any

8 monitoring himself, anything like that?

9 A. Exactly.

10 Q. You don't know?

11 A. I don't know.

12 Q. Did you have any follow-up

13 discussion with him about this issue after

14 July 2011?

15 A. No.

16 Q. When was the first time after

17 July 2011 that you found out that your

18 company was challenging the TOMS brand's

19 application to register the name?

20 MR. MANDEL: Anywhere in the

21 world or in the U.S.?

22 Q. U.S.

23 A. Probably recently.

24 Q. Meaning in the last year?

25 A. Yes.
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1 A. Yes.

2 Q. And how long has Mr. Lorenzini

3 been with the company?

4 A. Four years.

5 Q. Approximately 2011?

6 A. Yes.

7 Q. And before -- and was he the CEO

8 for that -- or has he been the CEO for

9 that entire period?

10 A. Yes, he has.

11 Q. And prior to that time was there

12 another person in the position of the CEO?

13 A. Yes, there was.

14 Q. Who was that?

15 A. Marco Giacommetti.

16 Q. And is Mr. Giacommetti still

17 with Tod's or with Deva?

18 A. No, he is not.

19 Q. So he left the company

20 approximately 2011?

21 A. Approximately, yes.

22 Q. Do you know a Stefano Sincini?

23 A. I do.

24 Q. Have you ever met Mr. Sincini?

25 A. Yes, I have.
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1 Q. Who did you understand him to

2 be?

3 A. He is the CEO of the entire

4 company globally.

5 Q. Global CEO meaning of Tod's SpA,

6 correct?

7 A. Yes, correct.

8 Q. And does he have a position or a

9 title at Deva?

10 A. Meaning the company in the U.S.?

11 Q. The company in the U.S.

12 A. No.

13 Q. Do you know that for a fact or

14 you are just not aware?

15 A. Maybe I'm not understanding the

16 question.

17 MR. MANDEL: Well, just answer

18 to the best of your knowledge.

19 A. No, I don't believe he does.

20 Q. Does he ever come to the office

21 on 15th Street?

22 A. Yes.

23 Q. How frequently?

24 A. Several times a year. Maybe two

25 or three.
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1 Q. For what purpose?

2 A. For business purposes.

3 Q. Meetings?

4 A. Meetings, yeah.

5 Q. Planning?

6 A. Yes.

7 Q. Things of that nature?

8 A. Yes.

9 Q. Does he maintain an office at

10 Deva on 15th Street?

11 A. No.

12 Q. Do any individuals who --

13 typically, who you understand to be

14 employees of the global Tod's company,

15 maintain an office at the 15th Street

16 location?

17 A. No.

18 Q. Do you know Mr. Castiglioni, who

19 is sitting two chairs to your right?

20 A. Yes.

21 Q. And has he, to your

22 understanding held any position at the

23 North American or the Deva operation?

24 MR. MANDEL: At any time you are

25 asking?
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Report of E. Deborah Jay, Ph.D.

I. Introduction and Summary

I am President and Chief Executive Officer of Field Research Corporation ("Field

Research"), a San Francisco-based research firm specializing in marketing and public opinion

surveys. Field Research was retained on behalf of Mycoskie, LLC and TOMS Shoes, LLC to

conduct two likelihood-of-confusion surveys regarding goods with the TOMS name (Field

Survey I and Field Survey II).1,2

Field Survey I was conducted with a nationwide representative sample of potential

buyers of the Class 18 goods listed in TOMS Application Serial No. 86/004,044. The purpose of

Field Survey I was to determine whether relevant consumers are likely to mistakenly believe that

TOD's S.p.A. or TOD'S is the source, the sponsor of, or affiliated with the Class 18 goods with

the TOMS name.

Field Survey II was conducted with a nationwide representative sample of potential

buyers of the Class 9 goods listed in two of the TOMS trademark registrations (No. 4,192,925

and No. 4,313,981). The purpose of Field Survey II was to determine whether relevant

consumers are likely to mistakenly believe that TOD's S.p.A. or TOD'S is the source, the sponsor

of, or affiliated with the Class 9 goods with the TOMS name.

Field Survey I and Field Survey II are "Eveready"-style surveys, designed in accordance

with the methods and format for likelihood-of-confusion surveys endorsed in the seminal case of

1 Field Research is performing this study on a time and materials basis. Because work in connection with this
project is ongoing, I do not yet know the total project costs. The hourly rate that Field Research is charging for
my time on this project in 2015 is $650. Field Research's compensation is not dependent on the outcome of this
dispute.

2 The Field Surveys measured the potential for forward confusion, that is, the likelihood that relevant consumers
will be confused as to the source, the sponsor of, or the affiliation of the Class 18 and Class 9 goods with the
TOMS name at the point of purchase.
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Union Carbide Corp. v. Ever-Ready, Inc., 531 F.2d 366, 385-388 (7th Cir. 1976) and repeatedly

reaffirmed by courts and the U.S. Trademark Trial and Appeal Board (the "Board").3

A. Summary of Methodology

Under the direction and supervision of Field Research, the GfK Group ("GfK") collected

the data for the Field Surveys using its online panel, which consists of over 55,000 randomly

recruited persons age 18 and older in the United States. Unlike most other online panels, GfK's

KnowledgePanel does not consist of volunteers. Instead, GfK recruits members of the panel by

using a statistically valid sampling method with a published sample frame of residential

addresses that covers approximately 97% of U.S. households, including persons living in cell

phone-only households. When recruited, GfK provides persons in sampled non-Internet

households with a Windows-based laptop computer or another Web-enabled computer and/or

free Internet service so they also may participate as online panel members.

Based on Field Research's instruction, GfK randomly selected two nationwide samples of

adults age 18 and older from its online panel who were representative of all adults in the U.S.

demographically (one for Field Survey I and one for Field Survey II). The randomly-selected

adults were sent an initial email request, and two email reminders requesting their participation

in either Field Survey I or Field Survey II. Over half of the randomly-selected adults responded

to the email requests and were screened for eligibility.

3 See Miles Labs. v. Naturally Vitamin Supplements, Inc., Opp. No. 62820, 1 U.S.P.Q.2d 1445, 1455-62 (T.T.A.B
1986). Since Miles Labs., the Eveready format has become the most utilized and accepted survey format for
assessing likelihood-of-confusion in Board proceedings. Moreover, in its Notice of Opposition and Petition for
Cancellation, TOD's S.p.A. asserted that the TOD'S mark is "distinctive and famous," and the Board has
criticized likelihood-of-confusion surveys that have not followed the Eveready format when an opposer has
characterized its mark as "famous." See Clear Choice Holdings LLC v. Implant Direct Int'l, Opp. No.
91190485, 2013 WL 5402082, at *10 (T.T.A.B. Aug. 26, 2013). Because TOMS and TOD'S goods frequently
are not sold in the same retail locations, and even when they are sold in the same retail locations they usually
are not displayed side-by-side or in close proximity, a Squirt-style format was inappropriate.
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Eligibility Criteria

Field Survey I respondents were asked questions to determine whether they were a

potential buyer of the Class 18 goods in TOMS Application Serial No. 86/004,044. To be

eligible for Field Survey I, an adult had to indicate that he/she would buy one or more of the

following items during the next 12 months: (a) a backpack, gym bag, or shopping bag; (b) a

handbag, clutch, or purse; (c) a jewelry bag or cosmetic case; (d) a pet collar or leash; (e) a

suitcase, piece of luggage or luggage tag; or (f) a wallet, credit card holder, or key case.4

Field Survey II respondents were asked questions to determine whether they were a

potential buyer of the Class 9 goods in two of the TOMS trademark registrations (No. 4,192,925

and No. 4,313,981). To be eligible for Field Survey II, an adult had to indicate that he/she would

buy one or more of the following items during the next 12 months: (a) sunglasses or sunglass

frames; (b) eyeglasses or eyeglass frames; or (c) a case for sunglasses or eyeglasses.

Survey Stimuli

Field Survey I respondents were asked to look at a box (pictured below) with the name

TOMS printed in block letters above the list of Class 18 goods identified in TOMS Application

Serial No. 86/004,044.

4 At the beginning of the Field Surveys, respondents were asked for their age and gender. To be eligible, a
respondent had to be age 18 and older and their gender and age had to be consistent with the information in
GfK's KnowledgePanel database. Respondents also had to agree to answer the survey questions on their own
(without help or referring to reference materials or the Internet). Because they might have special knowledge,
persons who lived in a household in which someone worked for a leather goods company, a shoe company, or
an advertising or marketing research firm were not eligible to participate in Field Survey I. For the same reason,
persons who lived in a household in which someone worked for an eyewear company, a shoe company, or an
advertising or marketing research firm were not eligible to participate in Field Survey II.



4

TOMS
# GOODS MADE OF LEATHER OR IMITATIONS OF LEATHER, NAMELY, CARD WALLETS, CLUTCH BAGS,

CLUTCH PURSES, COSMETIC BAGS SOLD EMPTY, COSMETIC CASES SOLD EMPTY, KEY BAGS, KEY

CASES, KEY WALLETS, AND LUGGAGE;

# BAGS, NAMELY, ALL-PURPOSE CARRYING BAGS, ALL-PURPOSE ATHLETIC BAGS, AND BACKPACKS;
TRUNKS; VALISES; SUITCASES; TOTE BAGS; TRAVELLING BAGS; GARMENT BAGS FOR TRAVEL;
RUCKSACKS; SATCHELS; HOLDALLS; HANDBAGS; SHOULDER BAGS; CANVAS SHOPPING BAGS; WHEELED

SHOPPING BAGS AND PURSES;

# JEWELRY POUCHES; WALLETS; CREDIT CARD HOLDERS OF LEATHER AND IMITATIONS OF LEATHER;
POCHETTES;

# LUGGAGE LABEL HOLDERS AND TAGS;

# COLLARS FOR PETS; AND LEASHES FOR ANIMALS.

Field Survey II respondents were asked to look at a box (pictured below) with the name

TOMS printed in block letters above the list of Class 9 goods identified in two of the TOMS

trademark registrations (No. 4,192,925 and No. 4,313, 981).

TOMS
EYEWEAR, NAMELY, SUNGLASSES, EYEGLASSES AND

OPHTHALMIC FRAMES AND CASES

Survey Questions

The Field Surveys then posed four basic sets of questions.5 The first set of questions

concerned the likelihood of "source confusion." Field Survey respondents were asked who or

5 In its Notice of Opposition, TOD's S.p.A. alleged that "Applicant's Mark so resembles Opposer's TOD'S mark
as to be likely, when used in connection with the applied for goods, to cause confusion, to cause mistake, and to
deceive the trade and public, who are likely to believe that Applicant's goods have their origin with Opposer
and/or that such goods are approved, endorsed, or sponsored by or associated in some way with Opposer." In its
Petition for Cancellation, TOD's S.p.A. alleged the same types of potential confusion. The four sets of questions
posed in the Field Surveys addressed each of the types of confusion alleged by TOD's S.p.A. in its Notice of
Opposition and Petition for Cancellation. The first two sets of questions in the Field Surveys (the "source
confusion" and "anonymous source confusion" questions) measured the potential for confusion as to the origin
of the goods with the TOMS name. The third set of questions (the "sponsorship confusion" questions) measured
whether relevant consumers are likely to mistakenly believe the goods with the TOMS name were "approved,
endorsed, or sponsored by" TOD's S.p.A. or TOD'S, and the fourth set of questions (the "affiliation confusion"
questions) measured whether relevant consumers are likely to mistakenly believe the goods with the TOMS
name are "associated in some way" with TOD's S.p.A. or TOD'S.
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what company they thought makes or puts out the products with the name they were shown.6,7

The second set of questions measured the potential for "anonymous source confusion." Field

Survey respondents were asked whether the makers of the products with the name they were

shown make or put out products under another brand name, and if so, what other brand names

they use on their products.8 The third set of questions assessed the likelihood of "sponsorship

confusion." Survey respondents were asked whether the products with the name they were

shown were made or put out with the authorization or approval of another company, and if so,

what other company or companies gave their authorization or approval for the products with this

name to be made or put out. The fourth set of questions assessed the potential for "affiliation

confusion." Survey respondents were asked whether the makers of the products with the name

they were shown have a business affiliation or business connection with another company, and if

6 Before the first set of confusion questions was posed, the Field Survey questionnaires advised respondents that
we were only interested in their opinions and beliefs and instructed the respondents to indicate if they did not
have an opinion or belief.

7 The exact wording of the questions is included in Appendix D (for Field Survey I) and in Appendix E (for Field
Survey II). The Field Survey I interviews were conducted in two phases, and the questions in Field Survey I
either referred to "these products" or "the products with this name." For example, for approximately half of the
Field Survey I respondents the source confusion question was worded, as follows: "Who or what company do
you think makes or puts out these products?" For the other half of Field Survey I respondents the source
confusion question was worded, as follows: "Who or what company do you think makes or puts out the

products with this name?" For Field Survey II, the questionnaire also referred to "the products with this name."
The wording for the first phase of the Field Survey I questions was based on the Eveready survey credited by
the Board in Miles Labs. v. Naturally Vitamin Supplements, Inc., Opp. No. 62820, 1 U.S.P.Q.2d 1445, 1455-62
(T.T.A.B. 1986). For example, the Miles Labs. survey posed the following question to measure the potential for
source confusion: "Who do you think puts out this product?" The wording for the second phase of the Field
Survey I questions and the wording of the Field Survey II questions conforms to the wording of the questions in
the Eveready survey recently credited by the Board in Facebook, Inc. v. Think Computer Corp., Opp. No.
91198355, 2013 WL 4397052, at *14 (T.T.A.B. July 23, 2013). For example, the Facebook survey posed the
following question to measure the potential for source confusion: "Who, or what company, do you believe is
offering these services with this name?" In other words, the wording of the questions in both phases of Field
Survey I and in Field Survey II has been approved by the Board. The results for the two phases of the Field
Survey I questionnaire support the same conclusion and for this reason, they were combined in this report.
However, for comparison purposes, the results are shown separately for each phase in the underlying data tables
in Appendix R.

8 The first two sets of questions in the Field Survey were based on the surveys credited in Union Carbide Corp. v.

Ever-Ready, Inc., 531 F.2d 366, 385-88 (7th Cir. 1976).
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so, with what other company or companies there is a business affiliation or business connection.9

Survey respondents also were asked the reasons for their answers.

Data Collection

Field Survey I was administered between October 8 and October 30, 2015, and Field

Survey II was administered between October 15 and October 30, 2015. The Field Surveys were

double-blind (neither the persons responsible for administering the surveys nor the survey

respondents were told the names of the sponsors of the surveys or that the surveys were being

conducted in connection with a trademark dispute).

The Field Surveys were performed according to accepted survey standards and in

conformity with the guidelines discussed in the Federal Manual for Complex Litigation, 4th Ed.

§11.493 (2004).10 In all, 280 adults qualified for Field Survey I, and 321 adults qualified for

Field Survey II. The maximum sampling error at the 95% confidence level is ±6 percentage

points for analyses based on the overall sample of 280 Field Survey I respondents, and it is ±5

percentage points for analyses based on the overall sample of 321 Field Survey II respondents.11

9 Modern Eveready surveys often include questions similar to the third and fourth sets of questions in the Field
Surveys. See E. Deborah Jay, He Who Steals My Good Name: Likelihood of Confusion Surveys in TTAB

Proceedings, 104 TMR 1141, 1156-1157 (2014).

10 The survey populations were properly defined as potential buyers of Class 18 goods (Field Survey I) or Class 9
goods (Field Survey II), and the samples for the Field Surveys were chosen to be representative of these
populations. The questions asked in the Field Surveys are clear and not leading. The data gathered for the Field
Surveys were accurately reported, and the data were analyzed in accordance with accepted statistical principles.
The Field Surveys were conducted, under my direction, by survey research professionals following proper
survey procedures, and the entire process was conducted so as to ensure objectivity.

11 Percentages at either end of the sampling distribution (percentages around 10% or 90%) have a slightly smaller
margin-of-error. Because sampling error is inversely correlated with sample size, analyses based on subgroups
will have a larger margin-of-error than those based on the overall sample. While there are other potential
sources of error in surveys besides sampling error, the overall design and execution of the Field Surveys
minimized the potential for other sources of error.



7

B. Summary of Findings

As described in more detail in this report, the Field Surveys found:

# None of the 280 Field Survey I respondents said that TOD's S.p.A or TOD'S is the
source, the sponsor of, or affiliated with the Class 18 goods with the TOMS name.12

# None of the 321 Field Survey II respondents said that TOD's S.p.A. or TOD'S is the
source, the sponsor of, or affiliated with the Class 9 goods with the TOMS name.13

Based on the overall design and execution of the Field Surveys, they provide

representative and reliable information regarding potential buyers of Class 18 and Class 9 goods.

In my opinion, the Field Surveys strongly support the conclusion that relevant consumers are not

likely to mistakenly believe that TOD's S.p.A. or TOD'S is the source, the sponsor of, or

affiliated with the Class 18 or Class 9 goods with the TOMS name (i.e., there is not a likelihood

of forward confusion).

12 If Field Survey I respondents had mentioned TOD's S.p.A. or TOD'S ("TOD'S") in connection with the Class 18
goods with the TOMS name, Field Research would have conducted a second set of interviews for Field Survey
I concerning another stimulus with a control group to determine whether mentions of TOD'S were due to legally
irrelevant factors, such as guessing. However, none of the Field Survey I respondents mentioned TOD'S in
connection with the Class 18 goods with the TOMS name. Therefore, it was not necessary to determine whether
mentions of TOD'S were due to legally relevant factors, and a control group was unwarranted.

If a control group had been used for Field Survey I, control group respondents would have been shown the list
of Class 18 goods with a name other than TOMS. After viewing the control stimulus, control group respondents
would have been asked the same questions as respondents shown the stimulus with the TOMS name (the test
group). The percentage of respondents in the control group who mentioned TOD'S in connection with the
control stimulus would have been subtracted from the percentage in the test group who mentioned TOD'S in
connection with the Class 18 goods with the TOMS name. In other words, the results for the control group
could only have reduced the level of confusion expressed by respondents shown the list of Class 18 goods with
the TOMS name, had there been any.

13 If Field Survey II respondents had mentioned TOD's S.p.A. or TOD'S ("TOD'S") in connection with the Class 9
goods with the TOMS name, Field Research would have conducted a second set of interviews for Field Survey
II concerning another stimulus with a control group to determine whether mentions of TOD'S were due to
legally irrelevant factors, such as guessing. However, none of the Field Survey II respondents mentioned TOD'S
in connection with the Class 9 goods with the TOMS name. Therefore, it was not necessary to determine
whether mentions of TOD'S were due to legally relevant factors, and a control group was unwarranted.

If a control group had been used for Field Survey II, control group respondents would have been shown the list
of Class 9 goods with a name other than TOMS. After viewing the control stimulus, control group respondents
would have been asked the same questions as respondents shown the stimulus with the TOMS name (the test
group). The percentage of respondents in the control group who mentioned TOD'S in connection with the
control stimulus would have been subtracted from the percentage in the test group who mentioned TOD'S in
connection with the Class 9 goods with the TOMS name. In other words, the results for the control group could
only have reduced the level of confusion expressed by respondents shown the list of Class 9 goods with the
TOMS name, had there been any.
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The findings of the Field Surveys and my conclusions are described in more detail in the

remainder of this report, which is based on information that I have been provided and analyses

that I have performed thus far.14 I understand that I may be provided with additional information

or asked to perform further analyses. If so, this report may be amended or revised.

In connection with my anticipated trial testimony in this action I may use as exhibits

various documents produced in this litigation that refer to or relate to the matters discussed in

this report. In addition, I may create or assist in the creation of certain demonstrative exhibits to

assist me in testimony. I have not yet selected or created such exhibits.

II. Credentials

I am President and CEO of Field Research Corporation, one of the oldest and most

respected marketing and public opinion research firms in the United States.15 I have more than

40 years of experience conducting large-scale surveys of all types (e.g., mail, Internet, telephone

and in-person), including surveys for public agencies, nonprofit organizations, private companies

and law firms.

During my career I have designed and directed well over 700 surveys and more than 300

surveys in intellectual property disputes. I have testified on behalf of plaintiffs and defendants in

numerous state and federal courts and other tribunals (such as the U.S. Patent and Trademark

Office and the U.S. International Trade Commission), and routinely have been qualified as an

14 Screenshots showing how the questionnaire appeared on the Internet for Field Survey I and Field Survey II are
in Appendix D and Appendix E, respectively. Detailed descriptions of the design and execution of Field Survey
I and Field Survey II are in Appendix F and Appendix G, respectively. Background information on GfK's
KnowledgePanel is in Appendix H, and copies of the email invitation and reminder emails used for the Field
Surveys are in Appendix I. (The email invitations were the same for both surveys.)

15 Founded in 1945 by Mervin Field, Field Research currently conducts thousands of interviews each year with
representative samples of the public, consumers, employees, corporate executives, and other populations. Field
Research has conducted the nationally-quoted Field Poll since 1947, and has tracked voter preferences in all
major statewide elections in California since 1948. Since 1948, the average deviation between The Field Poll's

final pre-election poll in California and the actual percentage vote in California for the winning candidate in
elections for President, Governor and U.S. Senate has been approximately two percentage points. The Field Poll

is well-known throughout California for the surveys it regularly takes and publishes on issues of public
importance.



9

expert in survey methodology by courts.16 I also have lectured on litigation surveys and survey

methods before bar associations, trade associations, and business and law schools and been on

the faculties of numerous continuing legal education programs.

I am past chair of the Council of American Survey Research Organizations (CASRO), a

not-for-profit trade association representing over 300 survey research companies engaged in

professional research, and I chaired the Standards Committee for the American Association for

Public Opinion Research, a professional society of over 2,000 individuals engaged in opinion

research, market research, and social research. I have served on the editorial board of several

journals, and my publications include articles in the Trademark Reporter, the Encyclopedia of

Survey Research Methods, Polling America: An Encyclopedia of Public Opinion, and Trademark

and Deceptive Advertising Surveys: Law, Science and Design.17

I hold a bachelor's degree in psychology and political science from the University of

California at Los Angeles (magna cum laude) and a master's degree and doctorate in political

science from the University of California at Berkeley. Before joining Field Research in 1991, I

was a program director at SRI International (formerly Stanford Research Institute). I also was a

manager with KPMG Peat Marwick in San Francisco, and a research associate at the Survey

Research Center at the University of California at Berkeley.

III. Findings

This section describes the findings from the Field Surveys. The verbatim responses to the

open-ended questions are included in Appendices J through M for Field Survey I and in

Appendices N through Q for Field Survey II. The underlying data tables for the analyses in this

report are included in Appendix R for Field Survey I and in Appendix T for Field Survey II.

16 Appendix A includes a list of cases in which I have testified in deposition and/or at trial during the past four
years.

17 Appendix B includes my resume and a list of publications and presentations I have authored (or coauthored)
during the past 10 years. Appendix C provides a list of documents I considered in forming my opinions.
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A. Who Makes or Puts Out the Class 18 and Class 9 Goods with the

TOMS Name

The first question in the Field Surveys concerned the source of the Class 18 goods (Field

Survey I) and the Class 9 goods (Field Survey II) with the TOMS name. Field Survey

respondents were asked who or what company makes or puts out the products with the name

they were shown. Table 1 summarizes the responses to this question.18 As shown in Table 1,

none of the Field Survey respondents said that TOD's S.p.A. or TOD'S is the source of the Class

18 or Class 9 goods with the TOMS name.

Table 1
Who Makes or Puts Out the Class 18 and Class 9 Goods with the TOMS Name*

Field Survey I
(Class 18)

Field Survey II
(Class 9)

(n = 280) (n = 321)

TOD's S.p.A. or TOD'S 0% 0%

TOMS 35 33

Tom's 2 3

Tom's of Maine (Tom's natural products or Tom's, the
toothpaste company)

<1 2

Other "Tom" names (Thoms, Tommy Hilfiger) 1 3

Misc. other brand names 11 3

Misc. other responses 5 5

Don't know/No opinion 47 55

* Based on Question C1. Note: some survey respondents gave more than one answer in response to this
question.

B. What Other Brand Names Are Used by the Makers of the Class

18 and Class 9 Goods with the TOMS Name

The second set of questions in the Field Surveys measured the potential for "anonymous

source confusion." Field Survey respondents were asked whether they thought the makers of the

Class 18 goods (Field Survey I) or Class 9 goods (Field Survey II) with the name they were

shown also make or put out products under another brand name, and if so, what other brand

18 The verbatim responses to this question and the reasons survey respondents gave for their answers are in
Appendix J for Field Survey I and Appendix N for Field Survey II.
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names they use on the other products they make or put out. Table 2 summarizes the responses to

these questions.19 As shown in Table 2, none of the Field Survey respondents said that the

makers of the Class 18 or Class 9 goods with the TOMS name also use the TOD's S.p.A. or

TOD'S names on their products.

Table 2
What Other Brand Names Are Used by The Makers

Of the Class 18 and Class 9 Products with the TOMS Name*

Field Survey I
(Class 18)

Field Survey II
(Class 9)

(n = 280) (n = 321)

TOD's S.p.A. or TOD'S 0% 0%

TOMS <1 1

Tom's 0 <1

Tom's of Maine (Tom's natural products or Tom's, the
toothpaste company)

<1 <1

Other "Tom" names (Thoms, Tommy Hilfiger) <1 <1

Misc. other brand names 6 <1

Misc. other responses 4 3

Don't know/No opinion 31 22

Not applicable – Did not say the makers of the Class 18 or
Class 9 goods with the TOMS name use another brand name
on their products

59 74

* Based on Questions D1 and D2. Note: some survey respondents gave more than one answer in response to
Question D2.

C. Who Gave Their Authorization or Approval for the Class 18 and

Class 9 Products with the TOMS Name To Be Made or Put Out

The third set of questions in the Field Surveys assessed the likelihood of "sponsorship

confusion." Field Survey respondents were asked whether the Class 18 goods (Field Survey I)

and the Class 9 goods (Field Survey II) with the name they were shown were made or put out

with the authorization or approval of another company, and if so, what other company or

companies gave their authorization or approval for these products to be made or put out. Table 3

19 The verbatim responses to these questions and the reasons survey respondents gave for their answers are in
Appendix K for Field Survey I and Appendix O for Field Survey II.
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summarizes the responses to these questions.20 As shown in Table 3, none of the Field Survey

respondents said that TOD's S.p.A. or TOD'S gave its authorization or approval for the Class 18

or Class 9 goods with the TOMS name to be made or put out.

Table 3
Who Gave Their Authorization or Approval for the Class 18

And Class 9 Goods with the TOMS Name To Be Made or Put Out*

Field Survey I
(Class 18)

Field Survey II
(Class 9)

(n = 280) (n = 321)

TOD's S.p.A. or TOD'S 0% 0%

TOMS <1 1

Tom's 0 0

Tom's of Maine (Tom's natural products or Tom's, the
toothpaste company)

0 0

Other "Tom" names (Thoms, Tommy Hilfiger) 0 <1

Misc. other brand names 1 1

Misc. other responses 2 3

Don't know/No opinion 25 17

Not applicable – Did not say the Class 18 or Class 9 goods
were made or put out with the authorization or approval of
another company

71 79

* Based on Questions E1 and E2. Note: some survey respondents gave more than one answer in response to
Question E2.

D. Who Has a Business Affiliation or Business Connection with the

Makers of the Class 18 and Class 9 Goods with the TOMS Name

The fourth set of questions in the Field Surveys assessed the potential for "affiliation

confusion." Field Survey respondents were asked whether the makers of the Class 18 goods

(Field Survey I) or the Class 9 goods (Field Survey II) with the name they were shown had a

business affiliation or business connection with another company, and if so, with what other

company or companies there was a business affiliation or business connection. Table 4

20 The verbatim responses to these questions and the reasons respondents gave for their answers are in Appendix L
for Field Survey I and Appendix P for Field Survey II.
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summarizes the responses to these questions.21 As shown in Table 4, none of the Field Survey

respondents said that TOD's S.p.A. or TOD'S has a business affiliation or business connection

with the makers of the Class 18 or Class 9 goods with the TOMS name.

Table 4
Who Has a Business Affiliation or Business Connection with the
Makers of the Class 18 and Class 9 Goods with the TOMS Name*

Field Survey I
(Class 18)

Field Survey II
(Class 9)

(n = 280) (n = 321)

TOD's S.p.A. or TOD'S 0% 0%

TOMS 0 4

Tom's 0 0

Tom's of Maine (Tom's natural products or Tom's, the
toothpaste company)

0 0

Other "Tom" names (Thoms, Tommy Hilfiger) <1 0

Misc. other brands 3 1

Misc. other responses 6 4

Don't know/No opinion 33 21

Not applicable – Did not say the makers of the Class 18 or
Class 9 goods have a business affiliation or business
connection with another company

59 70

* Based on Questions F1 and F2. Note: some survey respondents gave more than one answer in response to
Question F2.

E. Overall Findings

Table 5 describes the overall percentage of survey respondents who mentioned TOD's

S.p.A. or TOD'S in connection with the Class 18 or Class 9 goods with the TOMS name. As

shown in Table 5, none of the Field Survey respondents said that TOD's S.p.A. or TOD'S is the

source, the sponsor of, or affiliated with the Class 18 or Class 9 goods with the TOMS name.

21 The verbatim responses to these questions and the reasons survey respondents gave for their answers are in
Appendix M for Field Survey I and Appendix Q for Field Survey II.
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Table 5
Overall Percentage Who Mentioned TOD's S.p.A. or TOD'S in Connection

with the Class 18 and Class 9 Goods with the TOMS Name

Field Survey I
(Class 18)

Field Survey II
(Class 9)

(n = 280) (n = 321)

Mentioned TOD's S.p.A. or TOD'S 0% 0%

Did not mention TOD's S.p.A. or TOD'S 100 100

* Based on Questions C1, D2, E2 and F2.

IV. Conclusions

The Field Survey was performed according to accepted survey standards and in

conformity with the guidelines discussed in the Federal Manual for Complex Litigation, 4th Ed.

§11.493 (2004). Based on the overall design and execution of the Field Surveys, they provide

representative and reliable information regarding potential buyers of Class 18 and Class 9 goods.

In my opinion, the Field Surveys strongly support the conclusion that relevant consumers are not

likely to mistakenly believe that TOD's S.p.A. or TOD'S is the source, the sponsor of, or

affiliated with the Class 18 and Class 9 goods with the TOMS name (i.e., there is not a likelihood

of forward confusion).

I declare under penalty of perjury under the laws of the United States that the foregoing is

true and correct.

Executed this 9th day of November, 2015 at San Francisco, California.

E. Deborah Jay, Ph.D.
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From: Mandel, Richard <RSM@cll.com>

Sent: Thursday, December 10, 2015 6:17 PM

To: Ederer, Louis S.

Cc: Emert, Aryn M.

Subject: Tod's/Toms

Attachments: TOD 16641- TOD 16642.pdf; TOD 16643.pdf; TOD 16644.pdf; TOD 16644.xlsx;

12102015175435.pdf; REDLINE _ NOO _ TOMS - REDLINE _ NOO _ TOMS.pdf; REDLINE _

PETITION TO CANCEL _ TOMS - REDLINE _ PETITION TO CANCEL _ TOM....pdf; Amended

Combined NOO and Petition to Cancel - TOMS.DOCX

Lou,

Enclosed please find our supplemental production of documents TOD 16641-16644. TOD 16644

contains the information you requested during depositions regarding Marcolin’s distribution of eyewear, while

the other documents contain updated sales information.

I am also enclosing supplemental initial disclosures, which add Stefano Sincini and Andrea Varsavi as

additional knowledgeable individuals under Fed. R. Civ. P. 26(a)(1)(A). They were both obviously disclosed in

interrogatory responses and deposition testimony, so the supplementation is not really required under the

rules. See Fed. R. Civ. P. 26(e)(1)(A) (only requiring supplementation when the additional information has not

otherwise been made known during the discovery process). Nevertheless, in an abundance of caution, we have

supplemented our disclosures to avoid any potential issues.

Finally, we enclose a proposed amended combined notice of opposition/cancellation petition for which

we seek your consent to file. The amendment would drop the dilution claim we have asserted and add a claim

based on lack of a bona fide intent to use with respect to certain Class 18 products based on the recent

deposition testimony of Mycoskie’s designated 30(b)(6) witness. We have enclosed a clean copy as well as

redlines showing changes from the previously filed cancellation petition and notice of opposition, which have

now also been combined into a single pleading in light of the consolidation of both proceedings. We do not

seek any additional discovery as a result of the amendment and are prepared to proceed on the current schedule,

as it may be modified by the Board to allow for expert discovery – a topic we can address in more detail after

the rebuttal expert period expires.

Let us know your position on the amendment so we can see whether it is necessary to file a motion

seeking leave to amend.

Richard S. Mandel, Esq.
Cowan, Liebowitz & Latman, P.C.
1133 Avenue of the Americas
New York, New York 10036-6799
t: (212) 790-9291 | f: (212) 575-0671
www.cll.com | rsm@cll.com | My Profile
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This message is intended only for the designated recipient(s). It may contain confidential or proprietary information and
may be subject to the attorney-client privilege or other confidentiality protections. If you are not a designated recipient, you
may not review, copy or distribute this message. If you receive this in error, please notify the sender by reply e-mail and
delete this message. Thank you. This email has been scanned for email related threats and delivered safely by Mimecast.
For more information please visit http://www.mimecast.com
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From: Ederer, Louis S.

Sent: Monday, December 14, 2015 6:17 PM

To: 'Mandel, Richard'

Cc: 'Emert, Aryn M.'; Salzmann, Matthew T.; Wolverton, Benjamin

Subject: RE: Tod's/Toms

Attachments: Notice of Deposition of Stefano Sincini.pdf

Richard:

We are prepared to consent to the amendment under the following conditions:

1) That Mycoskie be given a total of 30 days within which to answer the amended pleading, amend its initial disclosures

if it sees fit, and produce any additional documents relating to the issues raised by the amendment.

2) That Mr. Sincini be produced in the New York for an oral deposition within 30 days. A notice of deposition is attached

hereto. Given the evidence elicited at the Castiglioni deposition as to Sincini’s role at Deva Inc., as well as the fact that

you waited until three business days before the close of fact discovery to add him to your initial disclosures, you have no

basis whatsoever for refusing to produce him.

3) That fact discovery be extended by 30 days for the sole and exclusive purpose of allowing the foregoing to proceed,

and for no other purpose.

To be clear, if you are not prepared to agree to all of the foregoing, Mycoskie does not consent to the amendment of the

pleadings, since you have waited a year and a half to introduce a completely new issue into the proceedings, having

nothing to do with the likelihood of confusion dispute between the parties.

If you wish to discuss this matter, please contact me.

Sincerely,

_________________
Louis S. Ederer

Partner

Arnold & Porter LLP

399 Park Avenue

New York, NY 10022-4690

Office: +1 212.715.1102

louis.ederer@aporter.com

www.arnoldporter.com

From: Ederer, Louis S.

Sent: Friday, December 11, 2015 4:01 PM

To: Mandel, Richard
Cc: Emert, Aryn M.; Salzmann, Matthew T.; Wolverton, Benjamin

Subject: RE: Tod's/Toms

Richard:

I will be discussing the matter with my client, and will get back to you by Monday.

Thanks,
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_________________
Louis S. Ederer

Partner

Arnold & Porter LLP

399 Park Avenue

New York, NY 10022-4690

Office: +1 212.715.1102

louis.ederer@aporter.com

www.arnoldporter.com

From: Mandel, Richard [mailto:RSM@cll.com]

Sent: Thursday, December 10, 2015 6:17 PM
To: Ederer, Louis S.

Cc: Emert, Aryn M.
Subject: Tod's/Toms

Lou,

Enclosed please find our supplemental production of documents TOD 16641-16644. TOD 16644

contains the information you requested during depositions regarding Marcolin’s distribution of eyewear, while

the other documents contain updated sales information.

I am also enclosing supplemental initial disclosures, which add Stefano Sincini and Andrea Varsavi as

additional knowledgeable individuals under Fed. R. Civ. P. 26(a)(1)(A). They were both obviously disclosed in

interrogatory responses and deposition testimony, so the supplementation is not really required under the

rules. See Fed. R. Civ. P. 26(e)(1)(A) (only requiring supplementation when the additional information has not

otherwise been made known during the discovery process). Nevertheless, in an abundance of caution, we have

supplemented our disclosures to avoid any potential issues.

Finally, we enclose a proposed amended combined notice of opposition/cancellation petition for which

we seek your consent to file. The amendment would drop the dilution claim we have asserted and add a claim

based on lack of a bona fide intent to use with respect to certain Class 18 products based on the recent

deposition testimony of Mycoskie’s designated 30(b)(6) witness. We have enclosed a clean copy as well as

redlines showing changes from the previously filed cancellation petition and notice of opposition, which have

now also been combined into a single pleading in light of the consolidation of both proceedings. We do not

seek any additional discovery as a result of the amendment and are prepared to proceed on the current schedule,

as it may be modified by the Board to allow for expert discovery – a topic we can address in more detail after

the rebuttal expert period expires.

Let us know your position on the amendment so we can see whether it is necessary to file a motion

seeking leave to amend.

Richard S. Mandel, Esq.
Cowan, Liebowitz & Latman, P.C.
1133 Avenue of the Americas
New York, New York 10036-6799
t: (212) 790-9291 | f: (212) 575-0671
www.cll.com | rsm@cll.com | My Profile
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This message is intended only for the designated recipient(s). It may contain confidential or proprietary information and
may be subject to the attorney-client privilege or other confidentiality protections. If you are not a designated recipient, you
may not review, copy or distribute this message. If you receive this in error, please notify the sender by reply e-mail and
delete this message. Thank you. This email has been scanned for email related threats and delivered safely by Mimecast.
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From: Mandel, Richard <RSM@cll.com>

Sent: Tuesday, December 15, 2015 2:40 PM

To: Ederer, Louis S.

Cc: Emert, Aryn M.; Salzmann, Matthew T.; Wolverton, Benjamin

Subject: RE: Tod's/Toms

Lou,

We think you are connecting two separate issues that bear no relation to each other. The new claim,

which is based on information that is solely within Toms’ knowledge, has nothing to do with Mr. Sincini or any

other Tod’s witness and does not require any additional discovery from Tod’s. Mr. Sincini would not be

offering any testimony in the case that bears on the new claim we seek to add. Moreover, we do not accept that

we have delayed in asserting this claim, as it was only as a result of the recently concluded deposition of Toms’

designated 30(b)(6) witness that we had sufficient grounds to assert such a claim. Under these circumstances,

and given the liberal standards of Rule 15, we feel confident that the Board will permit the amendment, whether

or not we have your consent. Forcing us to file a motion will only serve to delay matters further and we would

ask you to reconsider your position on this issue. However, if you do not consent, we will file a motion

seeking leave to amend.

As far as Mr. Sincini is concerned, the issue comes down to the same one we have previously discussed

with respect to Tod’s’ designated 30(b)(6) witness, Mr. Varsavi. Mr. Sincini does not reside in the United

States. Nor is he scheduled to be in the United States during the next thirty days. Accordingly, we do not

believe you are entitled to an oral deposition of him in New York, and you would be required to proceed by way

of a deposition upon written questions. We assumed based on your decision not to take Mr. Varsavi’s

deposition on written questions that you would not be interested in pursuing such a deposition for Mr. Sincini

either. After all, he was repeatedly identified in Mr. Castiglioni’s deposition as having knowledge regarding

certain information on the enforcement decisions Tod’s made, and you did not indicate any interest in pursuing

his deposition following Mr. Castiglioni’s testimony. He also was identified in interrogatory responses

concerning the decision to file the notice of opposition. In view of his clear disclosure through other discovery,

we did not even need to supplement our initial disclosures, but did so anyway in order to avoid any

misunderstanding. We have no objection to extending the discovery period if you wish to take Mr. Sincini’s

deposition on written questions, but do not see any reason why the inclusion of his name in our supplemental

initial disclosures should now somehow entitle you to an oral deposition. The circumstances are the same as

they have always been – he does not reside in the United States and thus we are not required to produce him for

an oral discovery deposition.

If you are interested in taking Mr. Sincini’s deposition on written questions, please let us know and as

indicated we will adjust the discovery schedule as necessary to accommodate that request. Also, let us know if

you insist on having us file a motion seeking leave to amend.

Richard S. Mandel, Esq.
Cowan, Liebowitz & Latman, P.C.
1133 Avenue of the Americas
New York, New York 10036-6799
t: (212) 790-9291 | f: (212) 575-0671
www.cll.com | rsm@cll.com | My Profile
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From: Ederer, Louis S. [mailto:Louis.Ederer@APORTER.COM]

Sent: Monday, December 14, 2015 6:17 PM

To: Mandel, Richard
Cc: Emert, Aryn M.; Salzmann, Matthew T.; Wolverton, Benjamin

Subject: RE: Tod's/Toms

Richard:

We are prepared to consent to the amendment under the following conditions:

1) That Mycoskie be given a total of 30 days within which to answer the amended pleading, amend its initial disclosures

if it sees fit, and produce any additional documents relating to the issues raised by the amendment.

2) That Mr. Sincini be produced in the New York for an oral deposition within 30 days. A notice of deposition is attached

hereto. Given the evidence elicited at the Castiglioni deposition as to Sincini’s role at Deva Inc., as well as the fact that

you waited until three business days before the close of fact discovery to add him to your initial disclosures, you have no

basis whatsoever for refusing to produce him.

3) That fact discovery be extended by 30 days for the sole and exclusive purpose of allowing the foregoing to proceed,

and for no other purpose.

To be clear, if you are not prepared to agree to all of the foregoing, Mycoskie does not consent to the amendment of the

pleadings, since you have waited a year and a half to introduce a completely new issue into the proceedings, having

nothing to do with the likelihood of confusion dispute between the parties.

If you wish to discuss this matter, please contact me.

Sincerely,

_________________
Louis S. Ederer

Partner

Arnold & Porter LLP

399 Park Avenue

New York, NY 10022-4690

Office: +1 212.715.1102

louis.ederer@aporter.com

www.arnoldporter.com

From: Ederer, Louis S.

Sent: Friday, December 11, 2015 4:01 PM
To: Mandel, Richard

Cc: Emert, Aryn M.; Salzmann, Matthew T.; Wolverton, Benjamin

Subject: RE: Tod's/Toms

Richard:

I will be discussing the matter with my client, and will get back to you by Monday.

Thanks,
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_________________
Louis S. Ederer

Partner

Arnold & Porter LLP

399 Park Avenue

New York, NY 10022-4690

Office: +1 212.715.1102

louis.ederer@aporter.com

www.arnoldporter.com

From: Mandel, Richard [mailto:RSM@cll.com]

Sent: Thursday, December 10, 2015 6:17 PM
To: Ederer, Louis S.

Cc: Emert, Aryn M.
Subject: Tod's/Toms

Lou,

Enclosed please find our supplemental production of documents TOD 16641-16644. TOD 16644

contains the information you requested during depositions regarding Marcolin’s distribution of eyewear, while

the other documents contain updated sales information.

I am also enclosing supplemental initial disclosures, which add Stefano Sincini and Andrea Varsavi as

additional knowledgeable individuals under Fed. R. Civ. P. 26(a)(1)(A). They were both obviously disclosed in

interrogatory responses and deposition testimony, so the supplementation is not really required under the

rules. See Fed. R. Civ. P. 26(e)(1)(A) (only requiring supplementation when the additional information has not

otherwise been made known during the discovery process). Nevertheless, in an abundance of caution, we have

supplemented our disclosures to avoid any potential issues.

Finally, we enclose a proposed amended combined notice of opposition/cancellation petition for which

we seek your consent to file. The amendment would drop the dilution claim we have asserted and add a claim

based on lack of a bona fide intent to use with respect to certain Class 18 products based on the recent

deposition testimony of Mycoskie’s designated 30(b)(6) witness. We have enclosed a clean copy as well as

redlines showing changes from the previously filed cancellation petition and notice of opposition, which have

now also been combined into a single pleading in light of the consolidation of both proceedings. We do not

seek any additional discovery as a result of the amendment and are prepared to proceed on the current schedule,

as it may be modified by the Board to allow for expert discovery – a topic we can address in more detail after

the rebuttal expert period expires.

Let us know your position on the amendment so we can see whether it is necessary to file a motion

seeking leave to amend.

Richard S. Mandel, Esq.
Cowan, Liebowitz & Latman, P.C.
1133 Avenue of the Americas
New York, New York 10036-6799
t: (212) 790-9291 | f: (212) 575-0671
www.cll.com | rsm@cll.com | My Profile
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application Serial No. 86/004,044
Filed: July 8, 2013
For Mark: TOMS
Published in the Official Gazette: April 29, 2014

In re Registration Nos. 4,097,948; 4,192,925; 4,313,981; 4,410,344
Registered: February 14,2012; August 21, 2012; April 2, 2013; October 1, 2013
For Mark: TOMS
---------------------------------------------------------------
Tod's S.p.A.,

Opposer, Opposition No. 91218001

v.
Mycoskie, LLC,

Applicant.
----------------------------------------------------------------
TOD'S S.P.A.,

Petitioner, Cancellation No. 92061234
v.
Mycoskie, LLC,
Respondent.

--------------------------------------------------------------------

EXPERT REPORT OF SARAH BUTLER
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EXPERT REPORT OF SARAH BUTLER

In connection with

TOD’S S.P.A. Petitioner v. MYCOSKIE, LLC Respondent
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I. QUALIFICATIONS

1. I am a Vice President at NERA Economic Consulting (“NERA”), where I

participate in the Survey and Sampling, Intellectual Property, Product Liability, Antitrust, and

Labor Practices. My business address is 4 Embarcadero Center, San Francisco, CA 94111.

NERA is a firm providing expert statistical, survey, economic, and financial research analysis.

2. NERA is being compensated for my services in this matter at my standard rate

of $575 per hour. Members of the staff at NERA have worked at my direction to assist me in

this engagement. No part of my compensation or NERA’s compensation depends on the

outcome of this litigation. Throughout this report, I have used the terms “I” and “my” to refer

to work performed by me and/or others under my direction. My current CV is attached as

Exhibit A.

II. DOCUMENTS REVIEWED

3. As part of my work, I reviewed TOD’s S.p.A.’s notice of opposition and

cancellation petitions, as well as Mycoskie’s answers to such pleadings. I also reviewed the

report submitted by E. Deborah Jay titled, “TOMS Survey Report”.1 A list of the specific

materials I reviewed can be found in Exhibit B.

III. ASSIGNMENT AND SUMMARY OF OPINIONS

4. I was asked by counsel to review the survey and report submitted by Dr. E.

Deborah Jay. I was also asked to conduct my own survey to evaluate the potential for

1 TOMS Survey Report: Report of E. Deborah Jay, PhD, dated November 15, 2015.
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consumer confusion between the marks TOD’S and TOMS. From my review of the Jay survey

and my own work, I conclude the following:

" The Field Surveys as designed and conducted by Dr. Jay cannot be used to evaluate

all possible forms of confusion relevant in this matter.

" The Field Survey results are limited to the potential confusion which would occur in

populations who know TOD’S as a “famous” brand.

" The Field Surveys as designed may encourage respondents to simply read the name

TOMS. A reflexive reading of just the name presented in the survey does not

address the potential for respondents to associate TOMS with TOD’S.

" Moreover, the Field Survey results cannot be used to address confusion which may

occur when the brand names are exposed to consumers in proximity. According to

the Applicant/Respondent’s own pleadings, both TOD’S and TOMS are “frequently

being sold in the same retail locations.”

" Finally, data from the Field Surveys demonstrate that the studies as designed are

limited in scope. Open-ended answers indicate that many respondents simply read

the large name (TOMS) shown when answering questions. Responses based on

simply reading the brand do not reflect the actual potential for confusion which may

occur.

" An alternative survey format can evaluate confusion which may occur when the

brand names are seen in proximity.

" I designed and conducted a survey which demonstrates that a net 14 percent of

consumers believe that TOMS is a brand from the same company, is associated

with, or received authorization from the owner of the TOD’S brand.
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5. The remainder of this report discusses both my general understanding of the

background in this matter and my review of the Field Surveys, as well as describes in detail the

methodology of and results for the survey I conducted.

IV. BACKGROUND

6. I understand Tod’s S.p.A (“Tod’s”) is a company located in Italy specializing in

high quality leather goods.2 Tod’s owns a number of trademark registrations for goods in

various categories, including goods in Class 18 and Class 9.3

7. On August 25, 2014, Tod’s filed a notice of opposition against an application

filed by Mycoskie, LLC (“Mycoskie”) to register the TOMS mark for Class 18 goods.

Specifically, TOD’s asserts:

Applicant’s Mark so resembles Opposer’s TOD’S mark as to be likely, when used in
connection with the applied for goods, to cause confusion, to cause mistake, and to
deceive the trade and public, who are likely to believe that Applicant’s goods have their
origin with Opposer and/or that such goods are approved, endorsed or sponsored by
Opposer or associated in some way with Opposer.4

8. On April 8, 2015 Tod’s filed a petition to cancel registrations owned by TOMS.

Specifically, Tod’s asserts:

Respondent’s Mark so resembles Petitioner’s TOD’s mark as to be likely, when
used in connection with the applied for goods and services, to cause confusion,
to cause mistake, and to deceive the trade and public, who are likely to believe
that Respondent’s goods and services have their origin with Petitioner and/or
that such goods and services are approved, endorsed or sponsored by Petitioner
or associated in some way with Petitioner.5

!
https://en.wikipedia.org/wiki/Tod's , http://www.todsgroup.com/ accessed December 14, 2015.

3 Consolidated Cancellation Petition : In re Registration Nos. 4,097,948; 4,192,925; 4,313,981; 4,410,344 Registered: Feb. 14,
2012; August 21, 2012; April 2, 2013; October 1, 2013 for Mark: TOMS (hereafter “Cancellation Petition”). pp. 2-3.

4 Tod’s S.p.A. v. Mycoskie, Notice of Opposition: In re Application Serial No. 86/0104,044, Filed July 8, 2013, For Mark:
TOMS, ¶7.

"
Cancellation Petition, ¶10.
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9. To address the concerns expressed by Tod’s in its notice of opposition and

cancellation petition, Mycoskie and TOMS Shoes, LLC commissioned Dr. E. Deborah Jay and

Field Research to conduct a likelihood of confusion survey.

V. THE FIELD SURVEYS

10. Dr. Jay conducted two online surveys of purchasers of Class 18 and Class 9

goods. In her report, Dr. Jay classifies her survey of purchasers of goods in Class 18 as “Field

Survey I” and her study of purchasers of goods in Class 9 as “Field Survey II”.6 For both

surveys, Dr. Jay used an Eveready format and tests forward confusion.7

11. Qualified respondents in Field Survey I were adults age 18 years and older who

indicated that they intended to purchase any of the following items in the next twelve months: a

backpack, gym bag, or shopping bag; a handbag, clutch or purse; a jewelry bag or cosmetic

case; a pet collar or leash; a suitcase, piece of luggage, or luggage tag; a wallet, credit card

holder, or key case. Qualified respondents in Field Survey II were adults 18 years or older who

indicated that in the next twelve months they intended to purchase: sunglasses or sunglass

frames; eyeglasses or eyeglass frames; or a case for sun or eyeglasses.8

12. After a series of qualifying questions, respondents in the Field Surveys were

instructed to “Please look at the information in the box below. Take as much time as you like to

look at this information before moving on to the survey questions”.9 Respondents in both

surveys were shown the name TOMS in bold letters with a description of the category of goods

6 Jay Report, p. 3.

7 Jay Report, p. 1. The study I conducted was also a forward confusion study. I have not been asked at this time to opine on
the possibility of reverse confusion.

8 Jay Report, p. 3.

9 Jay Report, p. 3.
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in smaller letters below. Examples of each of the stimuli in the Field Surveys are shown below

in Figure 1.

Figure 1: Stimuli Used in Field Surveys

13. After reviewing the stimuli, respondents were asked a series of questions. First

respondents were asked to name the company that makes or puts out the products described.1010

Next, respondents were asked to indicate whether they thought the maker of the products

shown makes or puts out products under another brand name.1111 Respondents who said yes

were asked to identify which other brand names they believed were made or put out by TOMS

and provide a reason for their opinion. Respondents were then asked if the class of products

described with the name TOMS were put out with the authorization or approval of any other

company and those indicating “yes” were asked to name the company or companies. Finally,

1010 The exact question wording was “Who or what company do you think makes or puts out these products?”. The Jay study
also included an alternative format of this question as follows, “Who or what company do you think makes or puts out the
products with this name?” Jay Report, Appendix D, pp. D12-13.

1111 Jay Report, Appendix D, pp. D17-18.
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respondents were asked if the class of products described with the name TOMS has a business

affiliation or connection with another company. Respondents who indicated there was a

business connection were asked to identify the company and provide a reason for their

opinion.12

14. In both Field I Survey and Field II Survey, none of the survey participants

named “TOD’S” in response to any of the questions asked. Based on these results, Dr. Jay

concludes, “[t]he Field Surveys strongly support the conclusion that relevant consumers are not

likely to believe that TOD’s S.p.A. or TOD’S is the source, the sponsor of, or affiliated with

the Class 18 and Class 9 goods with the TOMS name (i.e., there is not a likelihood of forward

confusion).”13

VI. ANALYSIS OF THE FIELD SURVEYS

15. Dr. Jay explains that she selected an Eveready survey design in this matter for

three reasons. First, she asserts that, “the Eveready format has become the most utilized and

accepted survey format for assessing likelihood-of-confusion in board proceedings”.14 Second,

she notes that the U.S. Trademark Trial and Appeal Board (“TTAB”) has in the past criticized

surveys not following the Eveready format when an opposer has characterized its mark as

famous. Dr. Jay cites to Tod’s’ assertion of fame in these proceedings.15 Finally, Dr. Jay

argues that TOMS and TOD’S goods frequently are “not sold in the same retail locations” and

12 Jay Report, Appendix D and Appendix E.

13 Jay Report, p. 14.

14 Jay Report, p. 2.

15 Jay Report, p. 2.
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even when sold at the same stores “usually are not displayed side-by-side or in close

proximity.”16 I will discuss each of these assertions below.

#!#! )A5C7 (668BE5@68 A9 +=998C8@E 3FCG8J -AC?5ED

16. While Dr. Jay is correct that generally the TTAB favors surveys conducted

using an Eveready format, she also acknowledges that alternative approaches, including a line-

up or Squirt type survey have been accepted. In her article reviewing likelihood of confusion

surveys used in TTAB proceedings, Dr. Jay notes that in Ava Enterprises v. Audio Boss the

TTAB found the results from a Squirt type survey compelling and evidence of a likelihood of

confusion. In fact, in this particular matter, the TTAB relied on the gross rate of confusion

found in the test group to support its findings of likely confusion.17

17. Of course, the Board’s acceptance of a particular survey design is not simply a

general preference for one approach over another, but rather is based on an interpretation of the

facts at issue and an evaluation of whether or not the survey, as designed, assesses confusion in

a meaningful and scientifically rigorous manner.

18. As a case in point, the Board has also rejected Eveready designs which were

poorly implemented or were designed in ways which created biased or otherwise unreliable

results. Perhaps more important, the Board has rejected Eveready style surveys because the

survey was judged not to have measured appropriately all possible and relevant types of

confusion. In fact, Dr. Jay notes in her article reviewing surveys before the TTAB, that the

Board is particularly critical of surveys conducted by defendants when they do not measure the

full range of likely confusion. She explains, “[a] plaintiff’s survey may be probative even if it

16 Jay Report, p. 2.

17 E. Deborah Jay, 2014. “He Who Steals My Good Name: Likelihood-of-Confusion Surveys in TTAB Proceedings.”
Trademark Reporter. Volume 104. No. 5. pp. 1160-1162.
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demonstrates that only one form of forward confusion is likely (such as source confusion),

whereas a defendant’s survey will be faulted if it does not measure the full potential for

confusion.”18

19. In this matter, there are a number of factors which require a careful evaluation

of the potential for confusion and which further suggest that an Eveready design is not the

correct approach.

#!$! ,G8C857J +8D=;@ +8B8@78@E A@ L-5?8M A9 40+K3 )C5@7

20. Dr. Jay asserts that an Eveready design is appropriate approach because Tod’s

has claimed its marks are “famous”. Yet, such an approach may not represent the potential for

confusion accurately. First, the level of brand awareness or fame required to demonstrate

confusion using an Eveready approach is substantial.19 While TOD’S is likely a well-known

brand name within a luxury or high end market,20 it is unlikely to be a “household name”.21

Thus, the Eveready approach used by Dr. Jay would not reflect the true potential for confusion,

as such a method requires the brand to be top of mind for the majority of a broad population of

consumers. As explained by one author, “As befits current conditions of marketplace clutter,

almost two million marks are federally registered. Comparatively few have (or can hope to

18 ibid, p.1181.

19 It is my understanding that Tod’s is in the process of amending its pleading and will no longer be pursuing a dilution claim
requiring proof of fame.

20 http://www.businessinsider.com/pyramid-of-luxury-brands-2015-3, accessed December 14, 2015.

21 In McCarthy on Trademarks and Unfair Competition, J. Thomas McCarthy describes famous marks in similar terms (“The
Restatement proposed that a mark must be strong enough that its trademark significance is apparent even when
encountered outside of its own market segment" McCarthy on Trademarks and Unfair Competition, Fourth Edition
Database updated February 2012, Chapter 24: Infringement by Use of Mark on Noncompetitive Goods or Services, 24:87;
in an earlier edition, he quotes the Ninth Circuit as stating, “In short, for purposes of [ Lanham Act § 43(c)] , a mark
usually will achieve broad-based fame only if a large portion of the general consuming public recognizes that mark. Put
another way,… the mark must be a household name.” McCarthy on Trademarks and Unfair Competition, Fourth Edition
Database updated November 2006, Chapter 24: Infringement by Use of Mark on Noncompetitive Goods or Services,
24:92).
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develop) sufficiently strong memory traces so as to be cued by pattern matching engendered by

a monadic exposure to a similar junior use.”22

#!%! L2857=@;M E<8 40/3 )C5@7!

21. The Field Surveys asked consumers to “look at the name” TOMS, written in

large letters with a list of products below in smaller print. Looking at this box of goods with a

“title” TOMS, respondents were then asked what company makes the products. It is

unsurprising that the majority of respondents who named any company named TOMS.

22. Given the design of the Field surveys, it is likely that many respondents simply

defaulted to reading the large name presented at the top of the page and repeating this name as

the maker of the goods. Field Survey I presented with a very long list of goods, and with the

long list and the prominent placement of the name at the top in bold, we would expect a

number of respondents to read “TOMS”, provide this name as an answer, and never consider or

report other possible brands in the marketplace. Satisficing - the tendency for survey

respondents to offer only as much of an answer as necessary without undergoing extensive

cognitive work to think of all possible answers - is a well-known phenomenon in the survey

research literature.23

23. In fact, a number of answers from the Field Surveys indicate that respondents

were simply reading the name listed above the description of the class of products. Other

responses indicate that it is the placement of the name TOMS or its depiction in large, bold,

letters above the list of goods which causes them to believe that TOMS is the source of the

22 Jerre B. Swann, 2012 “Likelihood of Confusion” in Trademark and Deceptive Advertising Surveys: Law Science and

Design. American Bar Association. p.64.

23 Krosnick, Jon A. 1991. “Response Strategies for Coping with the Cognitive Demands of Attitude Measures in Surveys.”
Applied Cognitive Psychology 5: 213-236.
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goods. Such respondents are taking cues from the visual display of the name and goods listed

used in the Field Study and are not necessarily making an association between TOMS (or any

other brands) and the list of goods. See Tables 1a and 1b below.

Table 1a. Top of Page Examples for Class 18 Goods

ID C1. C2.

000004 TOMS.
Just the word that was in the biggest print at the top of the
page.

000022 Toms. It said Toms at the top of the ad.

000028 TOMS. It is on the top of the ad.

000035 Toms.
It says Toms on the top of the description, and I know they
make the shoes.

000047 Tom's It is at the top of the page.

000050 Toms. The title of Toms.

000057 Toms. Because it was indicated at the top of the ad.

000059 TOMS. The fact that it was in all capital letters at the top of the page.

000068 Toms. Bold print name above the description of products.

000092 TOMS. It is stated in large block letters.

000102 Toms. The big name at the top.

000126 TOMS. Largest print, likely meant to grab the eye and be remembered.

000127 Toms. In the title; don't know what else Toms might refer to.

000131 Toms. The name at the top of the ad.

000148 TOMS. TOMS is listed at the top of the page.

000181 Toms. The title on the top.

000193 TOMS. Because of the title.

000207 Toms. Heading on the info.

000212 Toms. Because it says Toms on top of the ad.

000213
Toms, the canvas shoe
company.

The title TOMS was at the top.

000226 Toms. It says Toms on the top of the page of the ad!

000232 Toms. The word Toms is in large print and centered as the heading.

000344 TOMS.
The fact that the word TOMS was situated above the
statements made regarding these products.

000352 Toms. Big, bold letters on the top of list.

000357 Toms. Title.

000369 TOMS? It was written in bold letters above the items.

000379 Toms. It says Toms at the top of the description.

000380 Toms. It says Toms at the top of the description.

000393 TOMS. It has the name at the top.

000416 Toms. Toms was in bold lettering at the very top.

000423 TOMS. Name in capital letters at top of explanations.

000425 Toms. It was written at the top.
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000431 Toms. Because it said it at the top.

000432 TOMS. It says TOMS at the top of the screen.

000439 Toms. It says Toms on the top.

000445 Toms. The name at the top of the page.

000456 Toms. The title.

000485 Toms. Headline.

000499 Toms. It says Toms right on the top.

000523 TOMS. Name at the top of the page.

000544 Toms? The title of the description.

000545 Toms. It says Toms at the top of the ad.

001092 TOMS. Because it was listed at the top of the page.

001109 Toms. Heading on the ad.

001134 Tom's shoe company. It says Toms at the top .

001144 Toms. Because the name was at the top of the explanation.

001145 Toms. It said on the top of the page.

001160 Toms. The top of the ad.

001226 TOMs brand company Name on the top of the page.

001245 Toms. The name was on top.

001299 Toms.
It's the word at the top and there is no other indication of
another company.

001322 Toms. It says "TOMS" across the top.

001333 Toms. Larger font at the top of description.

001340 Toms. The title says TOMS.

001344 Toms. The header says Toms.

001351 Toms.
Because at the top of the paragraph, there's a big text-size
TOMS.

001378 Toms. Because you had Toms listed at the top of both pages?!

001417 Toms. It's written at the top of the box.

001419 Toms.
I assumed the name at the top of the page was the business
name.

001537 Toms. Toms in big letters across top of items.

001572 Toms. The heading written at the beginning of the selection.

001576 TOMS. It's written in bold letters on the letterhead.

Source: Jay Report, Appendix J, Who Makes or Puts Out the Class 18 Goods with the TOMS Name
(Questions C1 and C2)
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Table 1b. Top of Page Examples for Class 9 Goods

ID C1. C2.

000615 Toms.
The name is prominently displayed at the top
center, before the description of goods.

000663 Toms. It is the first name listed.

000712 Toms. Because that's what it says, moron.

000715 Tom's
The name is above the list of products they
sell.

000716 Toms. Larger font used.

000720 Toms. The name at the top of the ad.

000783 TOMS. The name is in bold, at the top of the box.

000807 Toms.
Because it is the name at the top of the ad,
and it is not a part of the description.

000843 Toms. Large, capital lettering.

000864 Toms.

I have seen eyeglasses and sunglasses with
the brand name of Toms on the tag before.
Also, TOMS is in bold letters on top of the
description of the products.

000878
Eyeglass company named
Toms.

Toms, in bold and capital letters on top.

000885 Tom's
Because that's the letterhead and only name,
whereas everything else listed is a product.

000908 Toms.
Because the name is in bold type, larger than
rest of the type.

000909 Toms. Name at the top.

000938 Toms.
It's listed most prominently in the
description. Also, Toms is a name brand of
shoes.

000992 Toms. It's in bold letters.

001007 TOMS.
Bold, one line title with a larger font. I think
I have heard of this brand.

001058 Toms.
First word looks like the name and is in
larger text.

001086 Toms. Largest print.

001087 Tom's Large print name.

001701 Toms. The bold letters.
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001711

According to the advertisement,
TOMS makes these products. I
am aware of a company called
TOMS that sells mainly shoes
and makes charitable
contributions of shoes to people
in third world countries.

I assumed from the ad that TOMS was the
manufacturer of these products, since their
name is at the very top of the ad. I realize
that they could possibly be manufactured by
another company that TOMS may be a
subsidiary of.

001712 Toms. It says Toms bigger than anything else.

001729 Toms.
The title of the ad is Toms. It is also in the
largest font.

001730 Toms. The banner box listing.

001735 TOMS.
Only word that looks like a name on the ad.
Also, largest word in the ad.

001782 TOMS.
Large bold letters, and it is set up like a
heading

001794 Toms. Big print, first line.

001848 Toms.

Because the word comes first and has no
meaning in the context of the information
below, leading me to believe that it's a
company name.

001862 Toms.
Because it is in large type at the top of the
ad.

001878 Toms. Large-letter header.

001887 Possibly Tom. Name at the top.

001975 Toms.
It's at the top of the description of the
products.

001995 Toms. That is what the huge header says.

002027 Toms. Toms is displayed in large/bold type.

002089 Toms.
Because that's the first name I see and I have
no other clue than that.

002092 Toms. That is what it says at the top.

002100 Well, I guess TOMS. TOMS is at the top of the ad.

002123 Toms. That is the bold word at the top.

002160 Toms.
It is the first thing that catches your eye at
the top of the billing.

002164 Toms. It is the lead word.

002169 Toms. It's in big, bold letters.

002175 Toms. Because it's listed in bold letters.

002177 Toms. Bold name.

002194 Toms. The giant title that says Toms.

002231 Toms.
The first word. Also, it is the largest font and
bolded.

002244 Toms. Big font.
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002249 TOMS.

The name TOMS appears at the top of a list
of what appear to be optical components. It,
in itself, is not an optical component of
which I am aware. The name appears in
bold, capital letters. Therefore, I conclude
that TOMS is a supplier of these products.

002277 Toms. Bold letters.

002298 Who would be Toms. Toms name is on the top of the ad.

002306 Toms.
Uppercase letters, bigger font, first word
listed.

002378 TOMS. Their name is in bold at the top of the image.

002452 TOMS. Up on top.

002453 Toms. Headline, bold print.

Source: Jay Report, Appendix N, Who Makes or Puts Out the Class 9 Goods with the TOMS
Name (Questions C1 and C2)
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24. Another aspect of this matter renders the Eveready approach as designed by Dr.

Jay inappropriate for measuring all possible relevant confusion. Many standard Eveready

designs account for the possibility that a consumer may be confused even if he or she cannot

name the source or manufacturer. These questions are typically known as “anonymous source”

questions and establish confusion by evaluating responses which name other products or goods

made by the senior user.24

25. In this case, Dr. Jay does not ask respondents the standard anonymous source

question deriving from the Eveready case - “what other products or goods are made” by

24 In the seminal Union Carbide case, respondents were asked to identify other products made by the alleged infringer and the
court found strong evidence of confusion based on the percent of respondents who mistakenly thought that the infringer
also made batteries. “In each of the surveys an insignificant number of persons named Carbide as the maker of defendants'
products, but in excess of 50% of those interviewed associated Carbide products, such as batteries and flashlights, with
defendants' mark. The only conclusion that can be drawn from these results is that an extremely significant portion of the
population associates Carbide’s products with a single anonymous source.” Union Carbide Corp. v. Ever-Ready Inc., 531

F. 2d 366 - Court of Appeals, 7th Circuit 1976

https://scholar.google.com/scholar_case?case=12957955437922520229&q=union+carbide+v.+ever-

ready&hl=en&as_sdt=2006&as_vis=1
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TOMS. And in fact, a question such as this would not yield useful data because the survey

design has already supplied a list of goods made by and associated with the senior user as part

of the stimuli. Rather than a standard anonymous source question, Dr. Jay instead suggests that

her question, “Do you think the maker(s) of the products with this name a) do make or put out

products under another brand name, or b) do not make or put out products under another brand

name made” addresses potential anonymous source confusion. But asking respondents to

identify whether another brand name is used by TOMS (even if they do not have to identify the

brand) is not truly getting at the issue of anonymous source. It is merely asking respondents to

generate another name.

#!'! 1CAI=?=EJ A9 .AA7D

26. Finally, Dr. Jay argues that a Squirt or line-up style survey would be

inappropriate here because TOMS and TOD’S goods are not usually sold in close proximity.

Dr. Jay provides no evidence or citation to support this assertion. Moreover, there is evidence

that the goods are in fact sold in proximity. In fact, Mycoskie alleges in its answers to both the

notice of opposition and cancellation petition that the parties’ goods are frequently sold in the

same retail locations.25

27. My own research demonstrates that the department store Nordstrom carries both

brands and has bags from both brand names. Additionally, the massive online retailer,

Amazon.com, carries sunglasses from both companies.26 Thus, contrary to Dr. Jay’s

conclusion that the brands are not sold in proximity, evidence from the pleadings and the real

world indicates that both TOMS and TOD’S can easily be found in the same retail locations.

!"
See Answers to Notice of Opposition, Cancellation Petition, Facts Common To All Affirmative Defenses ¶ 5.

26 See Exhibit C.
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28. As discussed in detail above, there are a number of reasons that the Eveready

surveys as designed by Dr. Jay cannot appropriately measure the potential for confusion at

issue in this matter. The Eveready design does not account for the fact that many respondents

are simply reading the name “TOMS” and are not reviewing or considering the list of goods.

Additionally, Dr. Jay incorrectly relies on irrelevant assertions of fame and unsupported claims

that TOMS and TOD’S are not found in the same retail locations.

29. In response to Dr. Jay’s work and to address the likelihood that the Field

Surveys do not measure all possible confusion,27 I conducted a survey of relevant consumers.

VII. BUTLER SURVEY METHODOLOGY

30. I conducted a study of the relevant consumers of Class 18 goods at issue in this

matter. The design of this research follows generally accepted principles for the design of a

survey to be used as evidence in a legal proceeding.28 In general, the design of a reliable study

requires careful attention to the following key areas:

" The definition of the relevant population;

" The procedures for sampling from the relevant population;

" The survey questions used;

" The nature of the specific stimuli shown to respondents; and

" The protocol for calculating the results from the survey.

27 “In several controversies, the Board commented that the defendant’s Eveready survey was ‘proper in form’ or followed an
‘accepted format,’ but then faulted the survey for not measuring the ‘full potential for confusion’.” E. Deborah Jay, 2014.
“He Who Steals My Good Name: Likelihood-of-Confusion Surveys in TTAB Proceedings.” Trademark Reporter.

Volume 104. No. 5. pp. 1159.

28 Diamond, S. (2011) “Reference Guide on Survey Research” in the Reference Manual on Scientific Evidence Third Edition,

Federal Judicial Center at: http://www.fjc.gov/public/pdf.nsf/lookup/SciMan3D09.pdf/$file/SciMan3D09.pdf; Federal
Judicial Center (2004) Manual for Complex Litigation, Fourth. Section 11.493, p. 102.
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The following discussion is organized around these key areas.

1.6. Definition of the Relevant Population

31. The population of interest for this study is consumers who are likely to purchase

bags in the next six months. Specifically, I define the relevant population as consumers 18

years of age or older who indicate that they are likely to purchase bags (including handbags,

tote bags, backpacks, and athletic bags), and wallets in the next six months.

1.7. Sampling of the Relevant Population

32. Potential survey respondents were contacted using an internet panel hosted by

Survey Sampling International (“SSI”).29 SSI complies with the standards for online survey

data panels set forth by ESOMAR (The World Association for Marketing and Opinion

Research).30 SSI also holds industry memberships with AAPOR (The American Association of

Public Opinion Research), The American Marketing Association, CASRO (Council of

American Survey Research Organizations), The Advertising Research Foundation, and The

Marketing Research Association.

33. SSI uses a variety of quality control measures to ensure the reliability and

integrity of the responses it provides. For example, SSI uses digital fingerprinting which creates

a “fingerprint” for each respondent based on computer characteristics (like IP address), which

can then be used to identify respondents and exclude individuals who attempt to take the same

29 For additional information about SSI, see: https://www.surveysampling.com/about/faqs/ ,
http://www.esomar.org/uploads/public/knowledge-and-standards/documents/ESOMAR-28-Questions-to-Help-Buyers-of-
Online-Samples-September-2012.pdf, accessed December 14, 2015.

30 For a description of SSI’s methodologies https://www.surveysampling.com/technology/data-quality/ and how it complies
with ESOMAR standards see https://www.surveysampling.com/site/assets/files/1069/esomar-28-questions.pdf , accessed
December 14, 2015.
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survey more than once. SSI monitors its data for speeders, straight liners and other low quality

respondents.31 SSI’s standard quality control measures were undertaken in this study.

1.8. Quality Control Measures for the Survey

34. To ensure that my data are of the highest quality, I implemented quality control

measures in addition to those undertaken by SSI:

a. As is standard survey practice for litigation, the survey was conducted in a

“double-blind” fashion; that is, neither the staff at SSI nor the respondents were

aware of the survey sponsor or the ultimate intention of the survey.32

b. Respondents had to correctly answer a CAPTCHA question to ensure that a

person, and not a computer or “bot”, was taking the survey.33

c. Respondents were required to enter their gender and age at the outset of the

survey and if these data conflicted with the respondent information on file with

SSI, the respondent was excluded.

d. Respondents were also asked a series of quality control questions at the end of

the survey and were terminated and not included in the final study if they did

not answer these questions correctly.34

31 For a description of SSI’s quality control measures, see http://www.surveysampling.com/en/technology/quality, accessed
December 13, 2015.

32 Diamond, Shari, S. (2012) “Reference Guide on Survey Research,” Reference Manual on Scientific Evidence, Committee on
the Development of the Third Edition of the Reference Manual on Scientific Evidence; Federal Judicial Center; National
Research Council. pp. 410-411 (hereafter, “Diamond”).

33 The acronym CAPTCHA stands for “Completely Automated Public Turing Test to Tell Computers and Humans Apart”
(“CAPTCHA: Telling Humans and Computers Apart Automatically,” CAPTCHA, available at http://www.captcha.net/,
accessed December 14, 2015.).

34 Respondents were asked to select a particular item from a list and were also asked to verify that they did not consult other
devices or persons during the survey.
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1.9. Questionnaire

35. To ensure that panel respondents were part of the relevant population as defined

for this case, a series of screening questions was asked.35 Potential respondents were first asked

to identify, from a list, items they had previously purchased for themselves or for someone else

in the past six months. This was followed by a question with the same set of items asking

respondents which items, if any, they were likely to purchase in the next six months. To

qualify, respondents had to be likely to purchase bags (including handbags, tote bags,

backpacks, and athletic bags), and or wallets in the next six months.

36. After the screening and introductory questions, qualified respondents were taken

to the main portion of the questionnaire. All respondents were then provided with the following

instruction:

On the next few screens, you will be shown the brand names of bags (including
handbags, tote bags, backpacks, and athletic bags), and wallets.

You will then be asked some questions. We are interested in your honest
opinions. There are no right or wrong answers. If for any question you don’t
know the answer or don’t have an opinion, you may say so—please do not
guess.

Please take as much time as you would like to look at the next few screens. For
each screen, click the forward arrow at the bottom of the screen when you are
ready to move on to the next screen. You will not be able to go back to previous
screens.

37. Respondents were then shown the name TOD’S as displayed below in Figure 2.

There was a five second pause after which respondents could move to the next screen if they

were ready.

35 The questionnaire can be found in Exhibit D.
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Figure 2: The Name TOD’S Displayed for Respondents

38. On the next screen, respondents were provided with the following instruction:

Now you will be shown a series of brand names of bags and wallets.

39. Respondents were then shown a list of ten additional brand names, including

TOMS. The list is discussed in greater detail in Section 1.10 below.

40. After viewing the list of names, respondents were asked a filter question:

Do you think any of these brands are made or put out by the same
company that makes or puts out the brand name you saw first?

41. Respondents who indicated that one or more of the brands were made or put out

by the first brand were ask to identify which brands and then for each brand identified were

asked to explain their opinion.

42. Respondents were then asked:

Do you think any of these brands are associated or affiliated with the
company that makes or puts out the brand you saw first?

43. As with the prior question series, respondents who answered that one or more of

the brands were affiliated or associated with the company of the first brand were asked to

indicate which one(s) and explain why.

44. Finally respondents were asked:

Do you think any of these brands received authorization or approval
from the company of the first brand you saw?
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45. Respondents who indicated “yes” were asked to identify the brand and explain

why for each brand selected. After this final question, respondents were asked a series of

quality control questions as described above and then were thanked for their time and the survey

was complete.

#!#"! 3E=?F>= 3<AH@

46. As indicated above, respondents were shown a list ten names. All of the names

on the list were brands of bags which were available at a retail store selling both TOD’S and

TOMS brand bags. The brands on the list included brands which sell bags and other accessories

at a variety of price points, including more expensive luxury-type brands and less expensive

brands.

47. Both longer names and names with only four letters appeared on the list to

ensure that respondents were not identifying a brand simply based on comparing the length of

the name. Additionally, the list included brands other than TOMS which could also be the first

name of a person. The inclusion of brands which could also be first names was done to ensure

that respondents were not simply matching based on the fact that both TOD’S and TOMS can

be a man’s first name.

48. To avoid order effects,36 the names appeared randomly, such that every name on

the list had an opportunity to be placed first, second, third and so on through the list of ten. The

list of names is shown below in Figure 3.

36 Shari Seidman Diamond discusses order effects in her chapter on survey research (“To control for order effects, the order of
the questions and the order of the response choices in a survey should be rotated.”) See Diamond, p. 396.
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Figure 3: List of Brand Names

49. Because a survey evaluating consumer perception may inadvertently cause

respondents to guess or otherwise create noise unrelated to the stimuli being tested, my study

also included a control condition. Respondents in the control condition received the exact same

questionnaire and were also provided with a list of brand names. The control list of names was

the same as that shown in the test but included the name “THEOS”, instead of TOMS. This is a

very conservative control as the control, like the names TOD’S and TOMS, is a short mark that

can be perceived as a man’s name and has the same starting and ending letters as both TOD’S

and TOMS (as well as a shared “O” in the middle).

VIII. RESULTS

50. A total of 397 respondents qualified and completed the survey.3737 Survey

respondents included men and women and a variety of ages as shown in Table 2 below.

Respondents were also from all across the US and were generally distributed across the four

cecensus regions as shown in Table 3 below.3838

3737 Data can be found in Exhibit E.

3838 The age, gender, and geographic distributions of qualified respondents in my survey are generally similar to the distributions
in Field Survey I. Dr. Jay does not weight the data for her results and I also present unweighted data.

Test Group Control Group
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Table 2: Age and Gender of Respondents

Source: NERA Brand Survey 2015

Table 3: Geographic Distribution of Respondents

Source: NERA Brand Survey 2015

51. When respondents were asked if any of the brand names listed were made or put

out by the same company, approximately 25 percent of respondents in both the test and control

conditions answered “yes”.39 In the test condition, 35 respondents or 17.4 indicated that

TOMS was made or put out by the same company that makes TOD’S. In the control condition,

6.6 percent named THEOS as being made by the same company as puts out TOD’S. These

results are shown below in Table 4.

39 In the test condition, 25.9 percent indicated “yes” and 24.5 percent of respondents shown the control list indicated “yes”.

Age ----(Count)-----

18-34 29 26.9% 119 41.2%

35-54 48 44.4% 98 33.9%

55+ 31 28.7% 72 24.9%

Total: 108 100% 289 100%

Gender

Male Female

----(Count)----- ---(Percent)--- ---(Percent)---

----(Count)----

Midwest 46 22.9% 36 18.4% 82 20.7%

Northeast 43 21.4% 40 20.4% 83 20.9%

South 72 35.8% 82 41.8% 154 38.8%

West 40 19.9% 38 19.4% 78 19.6%

Total: 201 100% 196 100% 397 100%

Region

Test Respondents Control Respondents Total Respondents

----(Count)----- ---(Percent)--- ---(Percent)--- ----(Count)----- ---(Percent)---
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Table 4: Respondents Who Believe TOMS (THEOS) is

From Same Company as TOD’S

Source: NERA Brand Survey 2015

52. When asked if any of the brands on the list are associated or affiliated with the

company that makes or puts out the brand shown first, 23.9 percent of respondents in the test

condition and 17.9 percent of respondents in the control indicated “yes”. In the test condition,

23 respondents or 11.4 percent named TOMS as the brand associated with TOD’S. In the

control condition, seven respondents or 3.6 percent named THEOS as the brand associated with

TOD’S. These results are shown below in Table 5.

Brand Named -----(Count)----- -----(Percent)----- -----(Count)----- -----(Percent)-----

TOMS 35 17.4% 0 0.0%

THEOS 0 0.0% 13 6.6%

Other 17 8.5% 35 17.9%

None / Don't know* 149 74.1% 148 75.5%

Total Number of Respondents 201 100% 196 100%

Q1a. Which of these brands are made or put out by the same company as the brand name you saw first?

*Q1. Do you think any of these brands are made or put out by the same company that makes or puts

out the brand name you saw first? [ROTATE RESPONSE OPTIONS 1 AND 2]

1. Yes

2. No [GO TO Q2]

3. Don’t know / no opinion [GO TO Q2]

Test Respondents Control Respondents
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Table 5: Respondents Who Associate TOMS (THEOS)

with TOD’S

Source: NERA Brand Survey 2015

53. Finally, respondents were asked if they believe any of the listed brands received

authorization or approval from the company that owns TOD’S. A total of 30 respondents or

14.9 percent in the test condition indicated that at least one of the brands has received

authorization or approval from the company that owns TOD’S. In the control condition, 27 or

13.8 percent indicated that at least one of the listed brands received authorization from the

company that owns TOD’S. Of respondents who viewed the test list, 17 or 8.5 percent

indicated that they believe that TOMS received authorization or approval from the company

that owns TOD’S. In the control group, five respondents or 2.6 indicated that THEOS received

authorization or approval from the company that owns TOD’S. These results are shown below

in Table 6.

Brand Named -----(Count)----- -----(Percent)----- -----(Count)----- -----(Percent)-----

TOMS 23 11.4% 0 0.0%

THEOS 0 0.0% 7 3.6%

Other 25 12.4% 28 14.3%

Not affiliated / don't know* 153 76.1% 161 82.1%

Total Number of Respondents 201 100% 196 100%

Q2a. Which of these brands are associated or affiliated with the company of the first brand you saw?

Test Respondents Control Respondents

*Q2. Do you think any of these brands are associated or affiliated with the company that makes or

puts out the brand you saw first? [ROTATE RESPONSE OPTIONS 1 AND 2]

1. Yes

2. No [GO TO Q3]

3. Don’t know / no opinion [GO TO Q3]
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Table 6: Respondents Who Indicate TOMS (THEOS)

Received Approval or Authorization from TOD’S

Source: NERA Brand Survey 2015

54. To estimate the total potential confusion between TOMS and TOD’S for Class

18 goods, I combine the counts of respondents confused for each of the source, association and

authorization questions. No respondent is double-counted, that is, any respondent evincing

confusion in response to more than one question is only counted once. As shown below in

Table 7, a total of 49 respondents or 24.4 percent are confused and believe that TOMS is a

brand put out by, is associated with, or received authorization from TOD’S for goods such as

bags, backpacks, handbags, or wallets. In the control, a total of 20 respondents or 10.2 percent

believe that the control name, THEOS, is a brand put out by, is associated with, or received

authorization from TOD’S. Using the control to net potential guessing, yields a rate of 14.2

percent.

Brand Named -----(Count)----- -----(Percent)----- -----(Count)----- -----(Percent)-----

TOMS 17 8.5% 0 0.0%

THEOS 0 0.0% 5 2.6%

Other 13 6.5% 22 11.2%

Not authorized / Don't know* 171 85.1% 169 86.2%

Total Number of Respondents 201 100% 196 100%

Q3a. Which of these brands received authorization or approval from the company of the first brand you saw?

Test Respondents Control Respondents

*Q3. Do you think any of these brands received authorization or approval from the company of the

first brand you saw? [ROTATE RESPONSE OPTIONS 1 AND 2]

1. Yes

2. No [GO TO Q4]

3. Don’t know / no opinion [GO TO Q4]
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Table 7: Respondents Confused by TOMS

Source: NERA Brand Survey 2015

55. Respondents in the test condition who are confused by the name TOMS

generally indicate it is the similarity in names, with a number in fact asserting that the names

are the same. Additionally, almost half of the respondents who were confused by TOMS did

not name any of the other nine brands listed. In other words, 24 of the total 201 respondents or

11.9 percent believed that TOMS was the only brand made by, associated with, or authorized

by TOD’S.

56. These results demonstrate that there is a likelihood of confusion between TOMS

and TOD’S when the brand names appear in relation to Class 18 goods.40

57. The survey as designed is conservative; only the brand names are shown to

respondents and the name TOMS was one of ten brands shown to respondents. Moreover, to

minimize guessing, the list of additional brands shown to respondents included names of

similar length and character (i.e. brands which could be first names). Finally, the results

demonstrating confusion are conservative because the study also included a control condition.

The control condition eliminates confusion that is not attributable specifically to the TOMS

name.

40 While this survey did not specifically test for Class 9 goods, it is reasonable to assume that the results of such a study would
be largely similar and the overall conclusion would be the same.

Net

-----(Count)----- -----(Percent)----- -----(Count)----- -----(Percent)----- -----(Percent)-----

Confused 49 24.4% 20 10.2% 14.2%

Total Number of Respondents 201 196

Test Respondents Control Respondents

Q1, Q2, and Q3 series.
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IX. CONCLUSIONS

58. As discussed above, my review of the Field Surveys submitted by Dr. E.

Deborah Jay indicates that these studies do not account for all possible confusion relevant in

this matter. First, the Field Survey results are limited to the potential confusion which would

occur in populations who know TOD’S as a “famous” brand. Additionally, the Field Surveys

caused a number of respondents to simply read the name TOMS and such responses do not

address the potential for respondents to associate TOMS with TOD’S.

59. The Field Survey results cannot be used to address confusion which may occur

when the brand names are seen by consumers in proximity. Evidence from retail stores, online

vendors and the Applicant/Respondent’s own pleadings, indicate that both TOD’S and TOMS

are sold in the same retail locations.

60. I designed and conducted survey using a format which can evaluate confusion

which may occur when the brand names are seen in proximity. My survey demonstrates that a

net 14 percent of consumers believe that TOMS is a brand from the same company, is

associated with, or received authorization from the owner of the TOD’S brand. These results

demonstrate that confusion is, in fact possible.

61. My opinions and conclusions as expressed in this report are to a reasonable

degree of professional and scientific certainty.

_______________________________

Sarah Butler, Vice President

December 15, 2015
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1

From: Ederer, Louis S.

Sent: Wednesday, December 16, 2015 8:16 PM

To: Mandel, Richard

Cc: Emert, Aryn M.; Salzmann, Matthew T.; Wolverton, Benjamin

Subject: RE: Tod's/Toms

Richard:

Suffice to say we disagree with everything you say in your below email. Not only that, but if we had not waited a day to

respond, we might not have understood the real reason for your belated attempt to amend your pleadings in this now

1-1/2 year old case.

First, not even the liberal standards of Rule 15 permit Tod’s to sandbag our client in the way that you have

surreptitiously tried to do. As you can imagine, we did not appreciate learning for the first time last night, upon

receiving Ms. Butler’s “rebuttal” report, that Tod’s proposed withdrawal of its dilution claim, three days prior to the

close of fact discovery, was actually intended to support Ms. Butler’s position and provide her with a purported basis for

criticizing Dr. Jay’s survey — what Ms. Butler refers to as Dr. Jay’s reliance on “irrelevant assertions of fame.” Indeed,

we find it remarkable that Tod’s now acts as if its repeated allegations of fame, in pleadings you have signed and filed

with the Board over the last four years— not to mention the ones you signed in this action — simply never existed. We

also have no doubt that the Board will find this chronology, and the sudden decline in strength and consumer

recognition of the TOD’S mark, of significant interest. In any case, your request that we consent to the proposed

amendment is declined.

Second, with regard to Mr. Sincini, as you know, as Mr. Castiglioni testified, and as your client’s own corporate filings

show, Mr. Sincini is a member of the board of virtually every Tod’s S.p.A. U.S. subsidiary, including the longstanding

chairman of Deva Inc. (whose head of directly operated stores is one of your key witnesses in this proceeding), and is

regularly present in the U.S. to carry out his responsibilities. Given that, once again, you elected to make an eleventh-

hour amendment to Tod’s initial disclosures, deliberately timed to protect your ability to call Mr. Sincini as a trial

witness, we are confident the Board will see your tactics for what they are, and compel Mr. Sincini to sit for a deposition

in New York, or, in the alternative, preclude him from testifying altogether.

Let us know if you would like to discuss these issues any further, or if you would like to set up briefing schedules for

motions to the Board.

Finally, with respect to the Butler report, while we believe that, at the very least, the survey portion is improper rebuttal,

and the entire premise of the report is contrived, for now we will simply reserve all of our rights with respect to its

proposed use. That said, we call upon you to immediately produce the following materials:

 A readable (i.e., native) copy of the file attached to the report as Exhibit E

 All verbatim responses to the survey

 Documents reflecting the number of people screened out from survey, not just the number of those

qualifying

 Documents reflecting the number of people invited to participate in the survey and the number of

acceptances

 A copy of any invitation and/or reminder emails to take the survey

Yours truly,
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_________________
Louis S. Ederer

Partner

Arnold & Porter LLP

399 Park Avenue

New York, NY 10022-4690

Office: +1 212.715.1102

louis.ederer@aporter.com

www.arnoldporter.com

From: Mandel, Richard [mailto:RSM@cll.com]

Sent: Tuesday, December 15, 2015 2:40 PM
To: Ederer, Louis S.

Cc: Emert, Aryn M.; Salzmann, Matthew T.; Wolverton, Benjamin

Subject: RE: Tod's/Toms

Lou,

We think you are connecting two separate issues that bear no relation to each other. The new claim,

which is based on information that is solely within Toms’ knowledge, has nothing to do with Mr. Sincini or any

other Tod’s witness and does not require any additional discovery from Tod’s. Mr. Sincini would not be

offering any testimony in the case that bears on the new claim we seek to add. Moreover, we do not accept that

we have delayed in asserting this claim, as it was only as a result of the recently concluded deposition of Toms’

designated 30(b)(6) witness that we had sufficient grounds to assert such a claim. Under these circumstances,

and given the liberal standards of Rule 15, we feel confident that the Board will permit the amendment, whether

or not we have your consent. Forcing us to file a motion will only serve to delay matters further and we would

ask you to reconsider your position on this issue. However, if you do not consent, we will file a motion

seeking leave to amend.

As far as Mr. Sincini is concerned, the issue comes down to the same one we have previously discussed

with respect to Tod’s’ designated 30(b)(6) witness, Mr. Varsavi. Mr. Sincini does not reside in the United

States. Nor is he scheduled to be in the United States during the next thirty days. Accordingly, we do not

believe you are entitled to an oral deposition of him in New York, and you would be required to proceed by way

of a deposition upon written questions. We assumed based on your decision not to take Mr. Varsavi’s

deposition on written questions that you would not be interested in pursuing such a deposition for Mr. Sincini

either. After all, he was repeatedly identified in Mr. Castiglioni’s deposition as having knowledge regarding

certain information on the enforcement decisions Tod’s made, and you did not indicate any interest in pursuing

his deposition following Mr. Castiglioni’s testimony. He also was identified in interrogatory responses

concerning the decision to file the notice of opposition. In view of his clear disclosure through other discovery,

we did not even need to supplement our initial disclosures, but did so anyway in order to avoid any

misunderstanding. We have no objection to extending the discovery period if you wish to take Mr. Sincini’s

deposition on written questions, but do not see any reason why the inclusion of his name in our supplemental

initial disclosures should now somehow entitle you to an oral deposition. The circumstances are the same as

they have always been – he does not reside in the United States and thus we are not required to produce him for

an oral discovery deposition.

If you are interested in taking Mr. Sincini’s deposition on written questions, please let us know and as

indicated we will adjust the discovery schedule as necessary to accommodate that request. Also, let us know if

you insist on having us file a motion seeking leave to amend.

Richard S. Mandel, Esq.
Cowan, Liebowitz & Latman, P.C.
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1133 Avenue of the Americas
New York, New York 10036-6799
t: (212) 790-9291 | f: (212) 575-0671
www.cll.com | rsm@cll.com | My Profile

From: Ederer, Louis S. [mailto:Louis.Ederer@APORTER.COM]

Sent: Monday, December 14, 2015 6:17 PM

To: Mandel, Richard
Cc: Emert, Aryn M.; Salzmann, Matthew T.; Wolverton, Benjamin

Subject: RE: Tod's/Toms

Richard:

We are prepared to consent to the amendment under the following conditions:

1) That Mycoskie be given a total of 30 days within which to answer the amended pleading, amend its initial disclosures

if it sees fit, and produce any additional documents relating to the issues raised by the amendment.

2) That Mr. Sincini be produced in the New York for an oral deposition within 30 days. A notice of deposition is attached

hereto. Given the evidence elicited at the Castiglioni deposition as to Sincini’s role at Deva Inc., as well as the fact that

you waited until three business days before the close of fact discovery to add him to your initial disclosures, you have no

basis whatsoever for refusing to produce him.

3) That fact discovery be extended by 30 days for the sole and exclusive purpose of allowing the foregoing to proceed,

and for no other purpose.

To be clear, if you are not prepared to agree to all of the foregoing, Mycoskie does not consent to the amendment of the

pleadings, since you have waited a year and a half to introduce a completely new issue into the proceedings, having

nothing to do with the likelihood of confusion dispute between the parties.

If you wish to discuss this matter, please contact me.

Sincerely,

_________________
Louis S. Ederer

Partner

Arnold & Porter LLP

399 Park Avenue

New York, NY 10022-4690

Office: +1 212.715.1102

louis.ederer@aporter.com

www.arnoldporter.com

From: Ederer, Louis S.

Sent: Friday, December 11, 2015 4:01 PM

To: Mandel, Richard
Cc: Emert, Aryn M.; Salzmann, Matthew T.; Wolverton, Benjamin

Subject: RE: Tod's/Toms
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Richard:

I will be discussing the matter with my client, and will get back to you by Monday.

Thanks,

_________________
Louis S. Ederer

Partner

Arnold & Porter LLP

399 Park Avenue

New York, NY 10022-4690

Office: +1 212.715.1102

louis.ederer@aporter.com

www.arnoldporter.com

From: Mandel, Richard [mailto:RSM@cll.com]

Sent: Thursday, December 10, 2015 6:17 PM

To: Ederer, Louis S.
Cc: Emert, Aryn M.

Subject: Tod's/Toms

Lou,

Enclosed please find our supplemental production of documents TOD 16641-16644. TOD 16644

contains the information you requested during depositions regarding Marcolin’s distribution of eyewear, while

the other documents contain updated sales information.

I am also enclosing supplemental initial disclosures, which add Stefano Sincini and Andrea Varsavi as

additional knowledgeable individuals under Fed. R. Civ. P. 26(a)(1)(A). They were both obviously disclosed in

interrogatory responses and deposition testimony, so the supplementation is not really required under the

rules. See Fed. R. Civ. P. 26(e)(1)(A) (only requiring supplementation when the additional information has not

otherwise been made known during the discovery process). Nevertheless, in an abundance of caution, we have

supplemented our disclosures to avoid any potential issues.

Finally, we enclose a proposed amended combined notice of opposition/cancellation petition for which

we seek your consent to file. The amendment would drop the dilution claim we have asserted and add a claim

based on lack of a bona fide intent to use with respect to certain Class 18 products based on the recent

deposition testimony of Mycoskie’s designated 30(b)(6) witness. We have enclosed a clean copy as well as

redlines showing changes from the previously filed cancellation petition and notice of opposition, which have

now also been combined into a single pleading in light of the consolidation of both proceedings. We do not

seek any additional discovery as a result of the amendment and are prepared to proceed on the current schedule,

as it may be modified by the Board to allow for expert discovery – a topic we can address in more detail after

the rebuttal expert period expires.

Let us know your position on the amendment so we can see whether it is necessary to file a motion

seeking leave to amend.

Richard S. Mandel, Esq.
Cowan, Liebowitz & Latman, P.C.
1133 Avenue of the Americas
New York, New York 10036-6799
t: (212) 790-9291 | f: (212) 575-0671
www.cll.com | rsm@cll.com | My Profile
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This message is intended only for the designated recipient(s). It may contain confidential or proprietary information and
may be subject to the attorney-client privilege or other confidentiality protections. If you are not a designated recipient, you
may not review, copy or distribute this message. If you receive this in error, please notify the sender by reply e-mail and
delete this message. Thank you. This email has been scanned for email related threats and delivered safely by Mimecast.
For more information please visit http://www.mimecast.com

This communication may contain information that is legally privileged, confidential or exempt from disclosure. If you are not the intended recipient, please note that
any dissemination, distribution, or copying of this communication is strictly prohibited. Anyone who receives this message in error should notify the sender
immediately by telephone or by return e-mail and delete it from his or her computer.
_____________________________
For more information about Arnold & Porter LLP, click here:
http://www.arnoldporter.com

This message is intended only for the designated recipient(s). It may contain confidential or proprietary information and
may be subject to the attorney-client privilege or other confidentiality protections. If you are not a designated recipient, you
may not review, copy or distribute this message. If you receive this in error, please notify the sender by reply e-mail and
delete this message. Thank you. This email has been scanned for email related threats and delivered safely by Mimecast.
For more information please visit http://www.mimecast.com
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EXHIBIT 34





















EXHIBIT 35
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450 WEST 15TH STREET
NEW YORK,  NY  10011

Current Principal  Place of Business:

Current Mailing Address:

450 WEST 15TH STREET
NEW YORK,  NY  10011  

Entity Name: TOD'S DEVA, INC.

DOCUMENT# F12000002858

FEI Number: 13-3393010 Certificate of Status Desired:

Name and Address of Current Registered Agent:

NRAI SERVICES, INC.
515 E. PARK AVE.
TALLAHASSEE, FL  32301  US

The above named entity submits this statement for the purpose of changing its registered office or registered agent, or both, in the State of Florida.

SIGNATURE:

Electronic Signature of Registered Agent Date

Officer/Director Detail :

I hereby certify that the information indicated on this report or supplemental report is true and accurate and that my electronic signature shall have the same legal effect as if made under 
oath; that I am an officer or director of the corporation or the receiver or trustee empowered to execute this report as required by Chapter 607, Florida Statutes; and that my name appears 
above, or on an attachment with all other like empowered.

SIGNATURE:

Electronic Signature of Signing Officer/Director Detail Date

FILED
Jan 08, 2013

Secretary of State
CC2295714664

RICHARD SPATA CFO 01/08/2013

 2013  FOREIGN PROFIT CORPORATION ANNUAL REPORT

No

 

Title D

Name SINCINI, STEFANO  

Address 450 WEST 15TH STREET   

City-State-Zip: NEW YORK  NY  10011

Title PD

Name GIACOMETTI, MARCO  

Address 450 WEST 15TH STREET   

City-State-Zip: NEW YORK  NY  10011

Title D

Name CASTIGLIONI, CLAUDIO  

Address 450 WEST 15TH STREET   

City-State-Zip: NEW YORK  NY  10011

Title T

Name SPATA, RICHARD  

Address 10 BERNARD DRIVE   

City-State-Zip: HOWELL  NJ  07731



450 WEST 15TH STREET
NEW YORK,  NY  10011

Current Principal  Place of Business:

Current Mailing Address:

450 WEST 15TH STREET
NEW YORK,  NY  10011  

Entity Name: TOD'S DEVA, INC.

DOCUMENT# F12000002858

FEI Number: 13-3393010 Certificate of Status Desired:

Name and Address of Current Registered Agent:

NRAI SERVICES, INC.
1200 SOUTH PINE ISLAND ROAD
PLANTATION, FL  33324  US

The above named entity submits this statement for the purpose of changing its registered office or registered agent, or both, in the State of Florida.

SIGNATURE:

Electronic Signature of Registered Agent Date

Officer/Director Detail :

I hereby certify that the information indicated on this report or supplemental report is true and accurate and that my electronic signature shall have the same legal effect as if made under 
oath; that I am an officer or director of the corporation or the receiver or trustee empowered to execute this report as required by Chapter 607, Florida Statutes; and that my name appears 
above, or on an attachment with all other like empowered.

SIGNATURE:

Electronic Signature of Signing Officer/Director Detail Date

FILED
Mar 01, 2014

Secretary of State
CC1590090457

RICHARD SPATA CFO 03/01/2014

 2014  FOREIGN PROFIT CORPORATION ANNUAL REPORT

No

 

Title D

Name SINCINI, STEFANO  

Address 450 WEST 15TH STREET   

City-State-Zip: NEW YORK  NY  10011

Title CEO

Name LORENZINI, ROBERTO  

Address C/O DEVA, INC.
450 WEST 15TH ST. 501   

City-State-Zip: NEW YORK  NY  10011

Title T

Name SPATA, RICHARD  

Address 10 BERNARD DRIVE   

City-State-Zip: HOWELL  NJ  07731



450 WEST 15TH STREET
NEW YORK,  NY  10011

Current Principal  Place of Business:

Current Mailing Address:

450 WEST 15TH STREET
NEW YORK,  NY  10011  

Entity Name: TOD'S DEVA, INC.

DOCUMENT# F12000002858

FEI Number: 13-3393010 Certificate of Status Desired:

Name and Address of Current Registered Agent:

NRAI SERVICES, INC.
1200 SOUTH PINE ISLAND ROAD
PLANTATION, FL  33324  US

The above named entity submits this statement for the purpose of changing its registered office or registered agent, or both, in the State of Florida.

SIGNATURE:

Electronic Signature of Registered Agent Date

Officer/Director Detail :

I hereby certify that the information indicated on this report or supplemental report is true and accurate and that my electronic signature shall have the same legal effect as if made under 
oath; that I am an officer or director of the corporation or the receiver or trustee empowered to execute this report as required by Chapter 607, Florida Statutes; and that my name appears 
above, or on an attachment with all other like empowered.

SIGNATURE:

Electronic Signature of Signing Officer/Director Detail Date

FILED
Jan 06, 2015

Secretary of State
CC1163374538

RICHARD SPATA CFO 01/06/2015

 2015  FOREIGN PROFIT CORPORATION ANNUAL REPORT

No

 

Title D

Name SINCINI, STEFANO  

Address 450 WEST 15TH STREET   

City-State-Zip: NEW YORK  NY  10011

Title CEO

Name LORENZINI, ROBERTO  

Address C/O DEVA, INC.
450 WEST 15TH ST. 501   

City-State-Zip: NEW YORK  NY  10011

Title T

Name SPATA, RICHARD  

Address 10 BERNARD DRIVE   

City-State-Zip: HOWELL  NJ  07731


